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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

De Boulle Diamond & Jewelry, Inc.,

Opposer, : Consolidated Opposition No.: 91162370

: Opposition Nos. 91162370
V. : 91162469
: 91164615
De Beers LV Ltd., : : 91165285
: 91165465
Applicant.

APPLICANT’S CROSS-MOTION FOR PARTIAL
SUMMARY JUDGMENT AND RESPONSE IN OPPOSITION
TO OPPOSER’S MOTION FOR SUMMARY JUDGMENT

Applicant, De Beers LV Ltd. (hereinafter “De Beers or Applicant™), by and
through its counsel, pursuant to Fed. R. Civ. P. 56 and 37 C.F.R. § 2.127, hereby cross-moves for
partial Summary Judgment and responds to Opposet’s, De Boulle Diamond & Jewelry, Inc.
(hereinafter “De Boulle or Opposer”), Motion for Summary Judgment (“Opp. Mot.”).

L PRELIMINARY STATEMENT

These consolidated opposition proceedings are based on two registered marks
owned by Opposer, namely, the word mark “DE BOULLE” and a design mark “deB and
Design”, and one claimed trademark “DB”, which is not registered. De Boulle opposes
registration of De Beers’ trademarks “DB STAR”, “DB LOGO”, “DB MONOGRAM”, “DB
SIGNATURE?” and “SO DB” based on Section 2(d) of the Lanham Act. All of the subject marks

are for goods that include expensive diamond jewelry.
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With regard to Opposer’s registered trademarks “DE BOULLE” and “deB and
Design”, summary judgment should be granted in De Beers’ favor, as there are no material facts
in dispute and there is no likelihood of confusion as a matter of law. In particular, the parties’
respective marks are visually and aurally distinct and convey entirely different commercial
impressions. In addition, there is no dispute that the goods involved herein--luxury, high-end
diamonds and jewelry--are expensive goods and that the typical purchasers are discriminating
and sophisticated. Therefore, purchasers of the parties’ products will exercise due care when
making purchasing decisions. For these reasons, there is no likelihood of confusion between the
two registered De Boulle marks and the five De Beers marks as a matter of law, and therefore,

the Board should grant summary judgment to De Beers.

With regard to De Boulle’s claimed “DB” trademark, there are serious, bona fide
issues of material fact. De Boulle’s claim of trademark rights in “DB” is suspect for a number of
reasons, and the facts regarding Be Boulle’s alleged use of “DB” as a trademark are in dispute.
Notably, De Boulle did not make any mention of the supposed “DB” trademark in either of its
first two Notices of Opposition filed on September 27, 2004, even though De Boulle claims that
it first used “DB” as a trademark on December 31, 2000. Clearly, if De Boulle was actually
using “DB” as a trademark, this is the first mark it would have mentioned in its Notices of

Opposition against the marks “DB LOGO” and “DB MONOGRAM”.

Moreover, although De Boulle filed applications to register its trademarks “DE
BOULLE” and “deB and Design” on July 1, 2004--before it instituted the first of these five
consolidated opposition proceedings--De Boulle’s application to register “DB” appears to have
been an afterthought, as it was filed after De Boulle had instituted the third of these opposition

proceedings.



More importantly, De Boulle has totally failed to establish by competent evidence
when or how it has allegedly used “DB” as a trademark. The only evidence it presents on its
motion is the affidavit of its CEO and Chairman, Denis J. Boulle, who is clearly a biased
witness. Moreover, Mr. Boulle’s testimony is vague and indefinite; he does not even claim that
De Boulle used “DB” as a trademark on packaging or hangtags in connection with any specific
goods. Further, Mr. Boulle does not proffer any corroborating evidence--either testimonial or
documentary--regarding his company’s claimed “DB”‘trademark. The only document
referenced by Mr. Boulle regarding the “DB” mark is a web site printout which was rejected by
the Examining Attorney on De Boulle’s application to register DB as being an improper
specimen of use. Therefore, under the record presently before the Board, the only date upon
which De Boulle can rely on for its “DB” mark is the application filing date of April 7, 2005,
which post-dates the filing dates of all five of the De Beers marks. Clearly, there are issues of

material fact regarding the alleged “DB” mark.

Accordingly, under the summary judgment standard in which it is De Boulle’s
burden to demonstrate no genuine issue of material fact, and under which the Board must view
the evidence in a light most favorable to De Beers, summary judgment with regard to the

claimed “DB” trademark should be denied.

IL. FACTS
A. Procedural Background
1. De Beers’ Federal Trademark Applications.

De Beers filed federal trademark applications for the following marks on the

following dates:



1) “DB SIGNATURE” - May 2, 2003 (U.S. Application Serial
No. 78/245,210);

2) “DB LOGO” - May 2, 2003 (U.S. Application Serial No.
78/245,219);

3) “DB STAR” - May 5, 2003 (U.S. Application Serial No.
78/245,795);

4) “DB MONOGRAM?” - May 5, 2003 (U.S. Application Serial
No. 78/245,779); and

5) “SO DB” - November 25, 2003 (U.S. Application Serial No.
79/000,478).

Trademark application numbers 1 - 4 were filed based on Section 44(e) of the
Trademark Act, 15 U.S.C. § 1126(e). Application number 5 was filed based on Section 66(a) of

the Trademark Act, 15 U.S.C. § 1141(f).

De Beers’ five federal trademark registrations were published in the Official
Gazette on the following dates: 1) “DB MONOGRAM?” - June 1, 2004 (U.S. Application Serial
No. 78/245,779); 2) “DB LOGO” - August 17, 2004 (U.S. Application Serial No. 78/245,219);
3) “DB SIGNATURE” - March 8, 2005 (U.S. Application Serial No. 78/245,210); 4) “DB
STAR” - May 3, 2005 (U.S. Application Serial No. 78/245,795); and 5) “SO DB” - May 3, 2005

(U.S. Application Serial No. 79/000,478).

2. Opposer’s Federal Trademark Applications.

On July 1, 2004, Opposer filed for two federal trademark registrations for “DE
BOULLE” (U.S. Application Serial No. 78/444,880) and “deB and Design” (U.S. Application
Serial No. 78/444,907) based on Section 1(a) of the U.S Trademark Act, 15 U.S.C. § 1051(a).
Opposer’s trademark applications for “DE BOULLE” and “deB and Design” matured to

registration on April 11, 2006.



On April 7, 2005, Opposer filed for a federal trademark regiétration for “DB”
(U.S. Applicatiop Serial No. 78/604,056) based on Section 1(a) of the U.S Trademark Act, 15
U.S.C. § 1051(a). The “DB” application is currently suspended pending the disposition of this
consolidated proceeding', as well as a civil action in the U.S. District Court of the Northern
District of Texas, captioned De Boulle Diamond & Jewelry, Inc. v. Colibri Corp., Civil Action
No. 3:06-CV-0794-M, in which Opposer is seeking to cancel U.S. Registration No. 1,391,538 for
a stylized DB mark for jewelry.? See Declaration of Darren W. Saunders (hereinafter “Saunders

Decl.”) § 3, Exhibit A. Opposer’s marks are shown below:

Reg. No. 3,078,625 Reg. No. 3,078,627 Appl. Serial No. 78/604,056

DE BOULLE de

B DB

3. The Instant Opposition Proceedings.

On September 27, 2004, Opposer commenced these opposition proceedings by
filing two Notices of Opposition against De Beers’ trademark application for “DB LOGO”
(Opposition No. 91162370) and “DB MONOGRAM” (Opposition No. 91162469). These two
oppositions were based solely on alleged prior rights in the “deB and Design” mark (U.S.

Application Serial No. 78/444,907). (Opposer made no mention of its alleged “DB” mark even

' De Beers’ trademark applications for “DB MONOGRAM?” (Serial No. 78/245,779), “DB LOGO” (Serial No.
78/245,219), “DB SIGNATURE” (Serial No. 78/245,210) and “DB STAR?” (Serial No. 78/245,795) were cited as
prior pending applications against the “DB” mark based on Section 2(d) of the Lanham Act.

> De Boulle commenced the above-referenced civil action for cancellation of the trademark “DB and Design”
(Registration No. 1,391,538), which was cited as a bar to the registration of Opposer’s “DB” mark based on Section
2(d) of the Lanham Act. The action is based on alleged abandonment. If De Boulle’s cancellation action is not
successful, Opposer will not have standing to pursue this consolidated proceeding with respect to the “DB” mark.



though it claims use of the mark as of December 31, 2000). Opposer filed a third Notice of
Opposition on March 14, 2005 against De Beers’ trademark application for “DB SIGNATURE”
(Opposition No. 91164615). In its third Notice of Opposition, Opposer stated that it “has for
many years used “DB” and “deB” marks” and “has used a particular stylized version of the
“deB” mark, which is a “deB” logo, since at least as early as June 30, 2001.” Opposer did not
allege a date of first use for the “DB” mark. On May 2, 2007, the Board sua sponte consolidated

Opposition Nos. 91162370, 91162469 and 91164615 under Opposition No. 91162370.

Opposer filed its fourth and fifth Notices of Opposition against De Beers’ “DB
STAR?” (Opposition No. 91165285) and “SO DB” (Opposition No. 91165465) on May 13, 2005.
In these Notices of Opposition, Opposer based its alleged rights on the “DB” and “deB and
Design” marks, and for the first time, asserted a date of first use for the “DB” mark as of
December 31, 2000.> On July 20, 2005, the Board sua sponte consolidated Opposition Nos.
91165285 and 91165465 with the previous Consolidated Opposition No. 91162370, as
Consolidated Opposition No. 91165285. (hereinafter the “Consolidated Proceeding”). By Order

on the same date, the Board reset discovery and trial dates.

4. Discovery in the Consolidated Proceeding.

On July 27, 2005, Opposer served its first discovery documents on De Beers. De
Beers timely responded to Opposer’s interrogatories on October 3, 2005 and produced
documents during the discovery period. On November 8, 2005, De Beers served its first

discovery documents on Opposer, including its Interrogatories, Requests for Admission and

? Curiously, although Opposer claimed a date of first use of “DB” as of December 3 1, 2000, it did not file a
trademark application until April 7, 2005, after filing its third Notice of Opposition and well after filing its
trademark applications for “DE BOULLE” and “deB and Design”.



Documents Requests. De Beers purposefully awaited production of De Boulle’s documents
before noticing and taking the deposition of a De Boulle representative. Opposer was
uncooperative with regard to producing its documents. Despite De Beers’ repeated efforts to
obtain De Boulle’s documents, Opposer failed to produce any documents during the discovery

period.*

Months passed without any response from De Boulle to De Beers’ mulﬁple
correspondence regarding discovery. Also, as De Boulle had not filed a response to De Beers’
Motion to Compel, De Beers concluded that De Boulle had lost interest in prosecuting the
opposition proceedings. Accordingly, De Beers purposefully did not expend any further time on
the matter. Thereafter, suddenly, on January 31, 2007, Opposer filed a Request for Substitution
of Lead Counsel and a Response to De Beers” Motion for Discovery Sanctions. In addition,
Opposer’s new counsel filed a Motion to Reopén Discovery and Testimony Periods and a
Motion to Compel Responses to Discovery, on February 9, 2007 and February 12, 2007,
respectively. Also, on February 9, 2007 De Boulle produced documents in response to De

Beers’ requests that were served on November 8, 2005.

The Board denied both De Beers’ Motion for Sanctions and Opposer’s Motion to
Reopen Discovery by Order dated July 9, 2007, but granted Opposer’s motion to re-open the
testimony periods. Opposer’s opening testimony period was reset to close on September 15,

2007.

* De Beers believed that it was critical to await receipt of the requested documents before taking any discovery
depositions so that it could question De Boulle about the documents. De Beers communicated this to De Boulle on
several occasions in writing during the discovery period, but De Boulle did not comply with its obligations,
ultimately forcing De Beers to file a Motion to Compel and a Motion for Discovery Sanctions. Opposer finally
produced its documents 15 months after De Boulle’s requests were served and over eight months after the close of
discovery.



5. Opposer’s Motion for Summary Judgment.

On August 9, 2007, Opposer filed its Motion for Summary Judgment. Opposer
submitted one supporting affidavit with its Memorandum of Law. The affiant, Denis Boulle, is
the Chief Executive Officer and Chairman of the Board of De Boulle. Mr. Boulle is also a
former president of De Boulle. In view of De Boulle’s months of silence and lack of cooperation
in discovery, as well as De Beers being suddenly confronted with Mr. Boulle’s uncorroborated
testimony, on September 17, 2007, De Beers made a request pursuant to Fed. R. Civ. P. 56(f) to
cross-examine Mr. Boulle on the substance of his affidavit. The Board denied De Beers’ requeét
by an Order dated December 5, 2007 and set the due date for De Beers’ substantive response to
the Summary Judgment Motion for January 4, 2008.

B. The Parties
1. De Beers LV Ltd.

De Beers LV Ltd. (which in October 2006 changed its name to DeBeers Diamond
Jewellers Limited) is a United Kingdom company which traces its roots back to 1888 when
diamonds were first mined by De Beers Consolidated Mines Limited.. See Declaration of
Hamida Belkadi (hereinafter “Belkadi Decl.”) at § 3. For more ;[han 100 years, De Beers has

been the world’s leading producer and wholesaler of diamonds. /d. at 4 4.

In 1939, De Beers commenced marketing and promoting diamonds in the United
States. Id. at 4. In 1948, De Beers introduced its now famous “A Diamond is Forever”
advertising campaign in the United States. /d. at 5. This advertising campaign and slogan have
been instrumental in associating the notion of romance with diamonds. Since then, De Beers’

advertising programs have been influential in the public’s recognition of the diamond as a



symbol of love and commitment and therefore the ideal jewel for an engagement or wedding

ring.

De Beers” “A Diamond is Forever” advertising campaigns have been immensely
successful. Id. at§ 5. In fact, Advertising Age Magazine selected DeBeers” “A Diamond is
Forever” campaign as No. 6 in its Top 100 advertising campaigns of fhe twentieth century and
the slogan “A Diamond is Forever” was chosen as the number one advertising slogan of the

twentieth century. Id

In 2001, De Beers began making plans to enter the retail diamond and jewelry
business. Id. at § 6. In 2005, De Beers opened its first United States retail store on Fifth Avenue
in New York City, which was soon followed by openings in Las Vegas, Beverly Hills, Houston

and Washington D.C. Id.

2. De Boulle Diamond & Jewelry Company, Inc.

De Boulle owns and operates a single-location, up-scale jewelry store. in Dallas,
Texas. See Saunders Decl. § 4, Exhibit B. According to Opposer’s web site, De Boulle markets
and sells fine diamonds, jewelry and time pieces and is an authorized dealer of 17 luxury jewelry
brands. Id.

III. ARGUMENT

A. With Respect to the “DE BOULLE” and the “deB and Design” Marks,
Summary Judgment Should Be Granted in Favor of De Beers.

1. The Applicable Legal Standards

Summary judgment is an appropriate method of disposing of a case or a claim
where there are no issues of material fact in dispute, leaving the case or claim to be resolved as a

matter of law. Fed. R. Civ. P. 56(c). Here, no material facts are in dispute with regard to



Opposer’s “DE BOULLE” and “deB and Design” marks and De Beers’ marks, and therefore,
summary judgment is appropriate.

The Board should grant De Beers’ cross-motion for partial summary judgment
because, upon an analysis of the relevant du Pont factors, there is no likelihood of confusion
between the two registered De Boulle marks and the five De Beers marks.

In making the determination of a likelihood of confusion, the Board applies
the factors set out in /n re E.I du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973):

1. The similarity or dissimilarity of the marks in their entireties as to appearance,
sound, connotation and commercial impression.

2. The similarity or dissimilarity and nature of the goods or services as described in
an application or registration in connection with which a prior mark is in use.

3. The similarity or dissimilarity of established, likely-to-continue trade channels.

4. The conditions under which and buyers to whom sales are made, i.e., “impulse”
vs. careful, sophisticated purchasing.

5. The fame of the prior mark (sales, advertising, length of use).

6. The ‘number and nature of similar marks in use on similar goods.

7. The nature and extent of any actual confusion.

8. The length of time during and conditions under which there has been concurrent

use without evidence of actual confusion.

9. The variety of goods on which a mark is or is not used (house mark, “family”
mark, product mark).

10. The market interface between applicant and the owner of a prior mark, i.e.,
whether the parties have previously entered into agreements that limit their rights

to use the mark.

11.  The extent to which the applicant has a right to exclude others from use of its
mark on its goods.
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12. The extent of potential confusion, i.e., whether de minimus or substantial.
13.  Any other established fact probative of the effect of use.

Inre E.I du Pont de Nemours, 177 U.S.P.Q. at 567.

2. The Parties’ Marks are Entirely Distinct in Sight, Sound and
Commercial Impression.

This factor requires examination of “the similarity or dissimilarity of the marks in
their entireties as to appearance, sound, connotation and commercial impression.” In re E.I du
Pont de Nemours, 177 USPQ at 567. Opposer’s marks “DE BOULLE” and “deB and Design”
are entirely distinct in appearance, sound and commercial impression from De Beers’ trademarks
“So DB”, “DB LOGO”, “DB MONOGRAM?”, “DB SIGNATURE” and “DB STAR”. First,
with respect to appearance, neither “DE BOULLE” nor the “deB and Desigrf’ marks resemble in
the least any of De Beers’ trademarks. The name “DE BOULLE”, as well as the “deB and
Design” mark (which consists of lower case letters “de” above a large capital “B” in a double
lined, elongated octagon), are both entirely distinct in appearance from each of the five De

Beers’ trademarks.

Similarly, with respect to sound, “DE BOULLE”, regardless of how it is
pronounced, sounds entirely different from the marks “SO DB”, “DB LOGO”, “DB
MONOGRAM?”, “DB SIGNATURE” and “DB STAR”. In addition, De Boulle, a French
surname, conveys an entirely different commercial impression than the De Beers’ marks. The
same can be said for the “deB and Design” mark, as the presentation of this design is
dramatically different than the presentation of De Beers’ marks, thereby also conveying a distinct

commercial impression.

In sum, it is plain to the eye and ear that the marks are entirely distinct.

“11 -



3. The Relevant Purchasers Are Discriminating and Exercise
Extraordinary Care in Purchasing the Parties’ Expensive Diamonds
and Jewelry.

There is no dispute between the parties that the goods involved in this proceeding
include expensive diamonds and jewelry sold in very upscale retail establishments. Indeed, Mr.
Boulle describes his company’s jewelry as “fine quality”, “exclusive jewelry”, “custom
design[ed by] craftsmen”. See Affidavit of Mr. Denis Boulle (hereinafter “Boulle Aff.”) § 6.
Further, Mr. Boulle states that he markets his company’s diamonds and jewelry to affluent
individuals and advertises its products in “luxury goods publications” such as Millionaire
Magazine, GQ Magazine, Robb Report and others. Id. In addition, in Opposer’s Motion for
Summary Judgment, De Boulle acknowledges that the relevant purchasers are sophisticated by

stating that its jewelry is purchased by customers with “concern and knowledge of the value,

grade, and quality of the actual goods.” Opp. Mot. 42.

Under these circumstances, where there is no dispute that the goods are expensive
and the purchasers are sophisticated and discriminating, thefe 1s no likelihood of confusion. See
Fortunoff Silver Sales, Inc. v. Norman Press, Inc., 225 USPQ 863, 869-870 (TTAB 1985)
(finding no likelihood of confusion between the parties’ respective marks because consumers of
the parties’ goods, namely, jewelry, were highly sophisticated and discriminating); E.T.F.
Enterprises, Inc. v. Nina Ricci, S.A.R.L., 213 USPQ 517, 525 (S.D.N.Y. 1981) (reversing the
T.T.A.B.’s finding of a likelihood of confusion because the Board “apparently failed to consider
the sophistication of the buyers” of the parties’ expensive fashion products); Fisher Stoves, Inc.
v. All Nighter Store Works, Inc., 626 F.2d 193 (1st Cir. 1980) (placing a strong emphasis on the
price of the goods in question and the highly sophisticated nature of the consumers in finding no

likelihood of confusion).

“12-



As Professor.McCarthy states in his treatise, “in making purchasing decisions
regarding “expensive” goods, the reasonably prudent person standard is elevated to the standard
of the “discriminating purchaser.” 3 McCarthy on Trademarks and Unfair Competition (3rd Ed.)
§ 23.96. Therefore, if the goods are expensive, the reasonably prudent buyer does not buy
casually, but only after careful consideration. 7d. In this context, confusion is less likely to
occur. Id. Under the elevated discriminating purchaser standard applicable here, confusion

between the parties’ respective marks is not likely to occur.’

Indeed, it is difficult to imagine any type of good which is purchased by
consumers with greater care than expensive diamonds. This, coupled with Opposer’s admission
that its customers are knowledgeable and sophisticated, i.e., they purchase defendant’s goods
with “concern and knowledge,” leads té the inescapable conclusion that confusion is not only

unlikely, but is virtually impossible.

Further, the conditions under which the products are sold further support the
notion that confusion is entirely unlikely. The Opposer’s goods are sold in a high-end single
location retail store located in Dallas, Texas. Boulle Aff. Y 6, 7. De Beers diamonds and
jewelry are sold at its upscale, exclusive stores located in New York City, Beverly Hills, Las
Vegas, Houston and Washington D.C. See Belkadi Decl. § 6. Each of these stores is staffed by
knowledgeable employees who are available to explain the origin and design of the diamonds

and jewelry being sold and to answer any questions that potential customers may have regarding

5 Opposer cites one case for the proposition that “where the marks are identical, of course, sophistication as a factor
in determining likelihood of confusion is less significant.” Opp. Mot. §40. Clearly, the marks involved here are not
identical and therefore the Board should disregard this argument. Moreover, in the case cited by Opposer, Source
Services Corp. v. Source Telecomputing Corp., 635 F.Supp. 600, 230 USPQ 290 (N.D.111. 1986), the court noted that
“where the cost of the defendant’s trademarked product is high, the courts assume that purchasers are likely to be
more discriminating than they might otherwise be.” Id. at 294. Therefore, this case fully supports De Beers’
position that the elevated discriminating purchaser standard is applicable here.
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the nature and source of the products. /d. at 7. Under these circumstances, there can be no

likelihood of confusion.

4. The Remaining du Pont Factors are Either Inapplicable or Do Not
Impact the Likelihood of Confusion Analysis.

The two foregoing du Pont factors, namely the similarity of the marks and the
conditions under which sales are made/purchaser sophistication, are dispositive of the fact of,
and legal conclusion, that there is no likelihood of confusion between Opposer’s “DE BOULLE”
and “deB and Design” marks on the one hand and De Beers’ marks on the other. This is true
notwithstanding that there is an overlap in the respective goods and channels of trade. The
remaining du Pont factors are either inapplicable or neutral in the likelihood of confusion

analysis.

For example, De Boulle has not demonstrated that its mark is “famous” within the
meaning of the Lanham Act. A famous mark is one with extensive public recoghition and
renown. Bose Corp. v. OSC Audio Products Inc., 63 USPQ2d 1303, 1305 (Fed Cir. 2002). The
fame of a mark may be measured indirectly, among other things, “by the volume of sales and
advertising expenditures of the goods traveling under the mark, and by the length of time those
indicia of commercial awareness have been evident.” Id. Here, Opposer acknowledges that
sales volume, advertising expenditures and length of use are the proper indicia used for
determining whether a mark is famous, but provides no information pertaining to these criteria.
See Opp. Mot. {9 44, 46. In fact, Mr. Boulle does not even claim that his trademarks are famous.
Accordingly, there is no basis for the Board to ﬁnd that the De Boulle marks are famous or even

well-known among purchasers of diamonds and jewelry.
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With regard to actual confusion, De Boulle has admitted that there has been none.
See Response to Request for Admission No. 22; Saunders Decl. § 5; Exhibit C. As De Beers has
been selling its diamonds at retail stores in several locations for approximately 2 Y years, there
has been ample time for confusion to occur, but neither party is aware of even a single instance

of actual confusion.

Therefore, for the reasons expressed above, the Board should grant summary
judgment in favor of De Beers with respect to Opposer’s “DE BOULLE” and “deB and Design”

trademarks.

B. With Respect to Opposer’s Alleged “DB” Mark, There are Genuine Issues of
Material Fact and Therefore, Summary Judgment Should Be Denied.

1. The Applicable Legal Standards.

The party moving for summary judgment bears the initial burden of demonstrating,
prima facie, the absence of any genuine issues of material fact, and that it is entitled to judgment
as a matter of law. See Celotex Corp. v. Catrett, 477 U.S. 317 (1986); Sweats Fashions, Inc. v.
Pannill Knitting Co., 833 F.2d 1560, 1562, 4 USPQ2d 1793, 1795 (Fed. Cir. 1987); University
Book Store v. Board of Regents of the University of Wisconsin System, 33 USPQ2d 1385, 1389
(TTAB 1994). A factual dispute is genuine, if, on the evidence of record, a reasonable finder of
fact could resolve the matter in favor of the non-moving party. Opryland USA, Inc. v. Great
American Music Show, Inc., 970 F.2d 847, 850, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde

Tyme Foods, Inc. v. Roundy’s Inc., 961 F.2d 200, 202, 22 USPQ2d 1542, 1544 (Fed. Cir. 1992).

In addition, the evidence must be viewed in a light most favorable to the non-
movant, and all justifiable inferences must be drawn in the non-movant's favor. Lloyd's Food

Products, Inc. v. Eli's Inc., 987 F.2d 766, 767,25 USPQ2d 2027, 2029 (Fed. Cir. 1993),
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Opryland US4, 970 F.2d at 850, Flatley v. Trump, 11 USPQ2d 1284, 1287 (TTAB 1989).
Here, as demonstrated below, De Boulle has not met its burden of demonstrating the absence of
any genuine issues of material fact. On the contrary, there are bona fide issues regarding several
material facts with respect to Opposer’s alleged use of “DB” as a trademark, and therefore,

summary judgment must be denied.

2. The Facts Surrounding Opposer’s Claimed Adoption of “DB” Are in
Question

There are serious questions as to whethef Opposer actually adopted “DB” as a .
trademark, whether it hés ever used “DB” as a trademark, and whéther “DB” is recognized by
consumers and functions as a trademark. First, there are a number of inconsistencies and
peculiarities with respect to Opposer’s claims in this proceeding regarding the alleged “DB”
mark. In particular, Opposer did not even mention the supposed “DB” mark in either the first or
second Notices of Opposition filed in this proceeding, notwithstanding that the Notices were
filed years after De Boulle’s alleged date of first use of the claimed mark. See Notice of
Opposition (hereinafter “Not. of Opp.”) re. “DB LOGO” and Not. of Opp. re. “DB
MONOGRAM,” Saunders Decl. § 6, Exhibit D. Moreover, in Opposer’s third Notice of
Opposition, De Boulle makes passing reference for the first time to a “DB” mark but does not
allege a date of first use of the supposed mark. See Not. of Opp. Re. “DB SIGNATURE,”
Saunders Decl. § 7, Exhibit E. It is only in the fourth and fifth Notices of Opposition that
Opposer alleges a claimed date of first use of “DB”. See Not. of Opp. re. “SO DB” and Not. of

Opp. re. “DB STAR?”, ¥ 4, Saunders Decl. § 8, Exhibit F.

Furthermore, Opposer did not file an application to register “DB” until April 7,

2005, after De Boulle filed its third Notice of Opposition in this proceeding even though Opposer
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filed applications to register its “DE BOULLE” and “deB and Design” trademarks on the same
day, July 1, 2004. This begs the question, if Opposer had truly adopted and had been using
“DB” as a trademark since December of 2000, why did it ﬁot mention the mark in its first two
Notices of Opposition and why did it not apply to register the mark at the same time it applied

for the “DE BOULLE” and “deB and Design” marks?

It 1s against this factual backdrop that the Board must view the evidence
submitted by De Boulle. As shown below, when viewed in a light most favorable to De Beers,

as the law requires, summary judgment must be denied.

3. The Only Evidence Presented by De Boulle Regarding its Claimed
“DB” Mark is Biased, Indefinite and Uncorroborated.

The evidence submitted by Opposer in an attempt to demonstrate adoption and
use of “DB” as a trademark raises more questions than it‘answers.6 The only evidence submitted
by Opposer on this issue is the Affidavit of Denis J. Boulle, the Chief Executive Officer and
Chairman of the Board of Opposer. Mr. Boulle was also the former President of Opposer.
Clearly, Mr. Boulle ﬁas a strong interest in the outcome of the proceeding and therefore his
testimony should be given little or no weight. See Jeffrey Milstein Inc. v. Gregor, Lawlor, Roth
Inc., 33 USPQ2d 1684, 1687 (S.D.N.Y. 1994). In Milstein, the president of plaintiff testified at a
preliminary injunction hearing that ifs trade dress had acquired secondary meaning in the
marketplace. Even though plaintiff had previously submitted several newspaper articles as
evidence in support of this argument, the court nevertheless accorded “little—if any—weight” to

the president’s uncorroborated testimony because of his affiliation with plaintiff. /d.

¢ Since the “DB” mark is not registered, De Boulle must demonstrate adoption and use of the claimed mark by
competent evidence and, of course, De Boulle cannot rely on the alleged date of first use in the application. See 37
C.FR. §2.122(b)(2).
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Further, the Milstein court emphasized that according little or no weight to biased,
uncorroborated testimony is especially warranted when such testimony concerns “a central issue
in the litigation on which that party bears the burden of persuasion.” Id. The same is true here.
Mr. Boulle is affiliated with Opposer and is therefore biased, his testimony is uncorroborated,
and it concerns a central issue in the proceedings (alleged priority of use of the claimed “DB”
mark). Accordingly, as in Milstein, Mr. Boulle’s testimony should be accorded “little if any
weight.f’ See also, Re/Max Intemational Inc. v. Help-U-Sell Inc., 20 USPQ2d 1945, 1946
(TTAB 1991) (“the testimony of interested parties is generally accorded little weight”); R.J.
Reynolds Tobacco Co. v. Brown & Williamson Tobacco Corp., 226 USPQ 169, 178 (TTAB
1985) (according little probative value to testimony evidence provided by an officer of the |
interested party); Vitek Systems, Inc. v. Abbot Laboratories, Inc., 216 USPQ 476, 479-80 (8th
Cir. 1982) (noting that the lower court “could refuse to credit the uncorroborated testimony of

such interested” witnesses, who were seven of plaintiff’s employees or consultants).

Moreover, Mr. Boulle’s Affidavit provides only scant, conclusory statements
about Opposer’s alleged adoption and use of “DB” as a trademark. Mr. Boulle states only that
“De Boulle designed the mark ‘DB’” “as part of the design of its Web site”” and that “De Boulle
has used the DB mark in association with fine jewelry, diamonds, and timepieces sold to the
general public...” Boulle Aff. § 8 (emphasis added). Mr. Boulle also states in conclusory
fashion that the “DB” mark is also contained on packaging; however, no corroborating evidence

was submitted. Id.

Mr. Boulle did not even attach examples of Opposer’s supposed use of the “DB”
mark as exhibits to his Affidavit. Mr. Boulle’s unsupported, uncorroborated and indefinite

testimony cannot, as a matter of law, establish priority of use of “DB” as a trademark. See
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Central Mfg. Co. v. Paramount Parks, Inc., 2004 TTAB LEXIS 642, *12-13 (TTAB 2004)
(holding that the oral testimony submitted by opposer was insufficient to establish priority of use

because it was indefinite, lacking in specifics, and not supported by collaborating evidence).

In fact, the single piece of documentary evidence relied upon by Mr. Boulle was
rejected by the Examining Attorney as a specimen of use. In support of his testimony regarding
use of the “DB” mark, Mr. Boulle refers to the web site page submitted as a specimen of use in
its trademark application to register “DB” (Appl. Serial No. 78/604,056). Boulle Aff. q 8.
However, the Examiner assigned to the “DB” trademark application issued an Office Action in
which he stated that the web page for applicant’s web site “is unacceptable as evidence of actual

trademark use because it does not show proper use of the mark with the identified goods.”’

Thus, Opposer has not presented any competent, much less corroborated,
evidence on this Motion regarding the date of first use of “DB” as an alleged trademark.
Significantly, De Boulle cannot rely upon the date of first use alleged in its trademark application
to establish priority. See Trademark Rule § 2.122(b); Baseball America Inc. v. Powerplay Sports
Ltd., 71 USPQ2d 1844, 1848 n.10 (TTAB 2004) (“the dates of use alleged in applicant’s
applications are not evidence of such use, nor are the application specimens evidence on
applicant’s behalf”). Accordingly, the only date of first use that Opposer may rely on with
respect to the “DB” mark is the date of filing (i.e., April 7, 2005). See ECI Division of E-
Systems, Inc. v. Environmental Comms. Inc., 207 USPQ 443, 448 (TTAB 1980) (holding that “in

the absence of specific evidence of applicant’s use of the mark sought to be registered, the

7 In response to the Office Action, De Boulle submitted another proposed specimen, a decal. But this too is
insufficient to show trademark use because it does not show use of the mark in connection with the identified goods
as set forth in the application. See TMEP § 904. This application is currently in suspension and therefore the
Examining Attorney has not passed upon the propriety of the second specimen.
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earliest use on which applicant can rely is the filing date of the application) (emphasis added).
As the April 7, 2005 filing date is subsequent to the filing dates of each of De Beers’ five

trademarks, summary judgment must be denied with respect to Opposer’s “DB” mark because
there are genuine issues with respect to a central material fact in this consolidated proceeding--

~ the date of first use of “DB.”

Moreover, Mr. Boulle does not proffer any of the types of corroborating evidence
that are critical to establishing trademark rights for an unregistered mark. For example, Mr.

Boulle does not state or explain:

1) Who conceived of the alleged DB mark;

2) Who designed the DB mark (the DB mark, as allegedly used by Opposer is a
design mark). See specimen submitted to PTO, attached as Exhibit G to the -
Saunders Decl. | 9;

3) When the mark was first allegedly placed on product packaging or hangtags;

4) How the mark is actually allegedly used in connection with goods, e.g., on
Jewelry boxes, inner packaging, outer packaging, etc.;

5) Whether the “DB” mark has allegedly been used consistently and continuously

on product packaging for all De Boulle diamond and jewelry products sold by
De Boulle.

And perhaps most notably, Mr. Boulle did not submit any documents in an attempt to prove the
date of first use of “DB,” such as, by way of example, invoices from jewelry box manufacturers
or printers. These glaring omissions cast serious doubt as to De Boulle’s claims, which totally

precludes summary judgment determination with respect to the DB mark.

Moreover, the documents produced by Opposer in response to De Beers’
discovery requests raise additional issues of material fact. The documents show that the

registered “DE BOULLE” and “deB and Design” marks, consistent with bona fide trademark
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use, are imprinted into jewelry boxes and packaging ribbons, whereas the claimed “DB” mark
appeérs only to be a decal. See Saunders Decl. § 10, Exhibit H.* Yet, Mr. Boulle makes no

mention of a decal in his affidavit.

In sum, other than Mr. Boulle’s naked assertions, there is no evidence on De
Boulle’s motion to prove use of “DB” as a trademark, and from the totality of the scant evidence
presented, there are serious questions as to whether Opposer has ever made bona fide use of
“DB” as a trademark much less as of the ciaimed date of first use. Clearly, this is a central,
material issue of fact, which precludes the granting of De Boulle’s Motién for Summary

Judgment.

C. Mr. Boulle’s “Expert” Opinion Testimony Should be Stricken or
Disregarded

Mr. Boulle purports to be an “expert” witness, and in his affidavit, he offers
opinion testimony on the ultimate issue of likelihood of confusion. Boulle Aff. § 12-14. Mr.
Boulle’s opinion testimony should be stricken or disregarded for two reasons: (1) Mr. Boulle is a
biased witness; and (2) Mr. Boulle has not demonstrated that he is qualified to testify as an

expert witness under the Federal Rules of Evidence.

The opinions set forth in Mr. Boulle’s affidavit are legal conclusions that only can
be arrived at by neutral, unbiased individuals with specialized knowledge of trademark law,
marketing, consumer behavior and related disciplines. First, neutrality is the cornerstone of any

witness providing expert testimony. As discussed in Section C above, Mr. Boulle is the Chief

¥ Because these documents were produced well after the close of the discovery period, De Beers was not able to
question a De Boulle witness about them at a deposition.
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Executive Officer and Chairman of the Board of Opposer, and therefore, has a strong interest in

Opposer’s success in this proceeding. Accordingly, Mr. Boulle is a biased witness.

Second, Mr. Boulle’s claimed basis for his “expertise” is nothing more than the
fact that he sells jewelry. Boulle Aff. § 12. The fact that Mr. Boulle sells jewelry does not
qualify him as an expert under F.R.E. 701. Further, Mr. Boulle has not proffered any specific
information to qualify himself as an expert, such as the requisite “knowledge, skill, experience,

training, or education.” See F.R.E. 702.

Even if Mr. Boulle was qualified as an expert, he may only provide his opinion if
“(1) the testimony is based upon sufficient facts or data, (2) the testimony is the product of
reliable principles and methods, and (3) the witness has applied the principles and methods
reliably to the facts of the case.” F.R.E. 702. Mr. Boulle has not provided any evidence to
suggest that his opinions are based on facts of data (e.g., survey evidence regarding consumer
confusion of the subject marks). Accordingly, Mr. Boulle’s opinion testimony should be stricken

or disregarded.

Iv.  CONCLUSION

For the reasons expressed herein, it is respectfully submitted that De Beers’ cross-
motion for partial summary judgment should be granted, De Boulle’s Motion for Summary
Judgment should be denied in its entirety, and paragraphs 12-14 of the affidavit of Denis J.

Boulle should be stricken.
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Opposition to Opposer’s Motion for Summary Judgment on the attorneys for the Opposer at the
addresses indicated below, by depositing said document in the United States mail, first-class

postage prepaid:

Scott T. Griggs, Esq.
Griggs Bergen LLP
Bank of America Plaza
901 Main Street

Suite 6300

Dallas, Texas 75202

Pieter J. Tredoux, Esq.

300 Park Avenue, Suite 1700
New York, N.Y. 10022

Vincent P. Rao II

Dated: January 4, 2008
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

De Boulle Diamond & Jewelry, Inc.

Opposer, : Consolidated Opposition No.: 91162370

: Opposition Nos. 91162370
v. : 91162469
: 91164615
De Beers LV Ltd. : 91165285
: 91165465
Applicant.

DECLARATION OF HAMIDA BELKADI

I, Hamida Belkadi, hereby declare:

1. I'make this Declaration in support of De Beers LV Ltd.’s (which in October 2006
changed its name to De Beers Diamond Jewellers Limited) Cross-Motion for Partial Summary
Judgment and Response in Opposition to Opposer’s Motion for Summary Judgment. Ihave
personal knowledge of the facts stated herein except as to certain background matters, as to
which I have gained knowledge through my employment and job responsibilities. If called as a

witness, I could and would testify competently to all facts within my personal knowledge.

2. I am the Chief Operating Officer of De Beers Diamond Jewellers U.S. Inc.,
(“DBDJ”) located at 20 West 55™ Street, 7" Floor, New York, New York 10019. DBDJ is a
wholly-owned subsidiary of De Beers Diamond Jewellers Limited, a U.K. incorporated joint
venture between the diamond mining company De Beers S.A. and the French luxury goods
company LVMH - Moét Hennessy Louis Vuitton. I am responsible for overseeing all aspects of

DBDJ’s business operations in the United States, including the selection and training of staff

NY-576704 vi



members, opening new retail store locations, store merchandizing and developing advertising

and marketing strategies for the United States market.

3. De Beers S.A. and the De Beers Group of companies (together “De Beers™) is a
consortium of diamond mining and marketing companies which trace their origins back to 1888,

when diamonds were first mined in South Africa by De Beers Consolidated Mines Limited.

4. For more than one century, De Beers has been the world’s leading producer and
wholesaler of rough diamonds. In 1939 De Beers began to market and promote diamonds in the

United States.

5. In 1948, De Beers commenced its “A Diamond is Forever” advertising campaign
in the United States, which has been instrumental in associating the notion of romance with
diamonds. Since then, De Beers’ advertising programs have been influential in the public’s
recognition of the diamond as a symbol of love and commitment and therefore the ideal jewel for
an engagement or wedding ring. De Beers’ “A Diamond is Forever” advertising campaigns have
been immensely successful. In fact, Advertising Age Magazine selected DeBeers’ “A Diamond
is Forever” campaign as No. 6 in its Top 100 advertising campaigns of the twentieth century and
the slogan “A Diamond is Forever” was chosen as the number one advertising ’slogan of the
twentieth century. Attached as Exhibit A are copies of early advertising featuring “A Diamond

is Forever” published in the United States.

6. In 2001, so that it could combine both parties’ skills with the De Beers’ brand and
enter into a retail diamond and jewelry business in the United States and worldwide, De Beers

decided to form the joint venture now known as De Beers Diamond Jewellers Limited with

LVMH. In June 2005, De Beers Diamond Jewellers Limited, and specifically, DBDJ, opened its

-2-



first De Beers retail store in the United States on Fifth Avenue in New York City. DBDJ opened
additional De Beers retail stores in Los Angles in December 2005, in Las Vegas in January 2007,
in Houston in September 2007 and in Washington D.C. in November 2007. All of these stores
are located in very exclusive areas. For example, the Los Angeles store is located in Beverly
Hills on Rodeo Drive and the Las Vegas store is located in the Caesar’s Palace Hotel. Each of

the De Beers retail stores is, in every aspect, a high-end, upscale retail environment.

7. De Beers’ diamond jewelry is sold only in its exclusive retail stores and on its
website. The employees at each store receive special training and are knowledgeable about the
origin and design of the diamond jewelry being sold. These employees are available to explain
to customers details about De Beers’ jewelry and to answer any questions that the customers may

have regarding the design, production and source of De Beers diamond jewelry.

8. I am personally involved in media planning and advertising placement for the
United States. Currently, DBDJ advertises in national magazines and newspapers, local

magazines and newspapers, and other media such as radio in select markets.

9. The De Beers name and trademarks have an excellent reputation in the United
States and worldwide. De Beers symbolizes a producer and designer of the world’s finest
diamond jewelry. De Beers retail stores, as well as De Beers Diamond Jewellers Limited and
DBDJ’s lines of jewelry products have received extremely favorable press in the United States
and the De Beers’ brand is highly regarded among purchasers of fine diamond jewelry. Attached

as Exhibit B are some representative samples of press articles published in the United States.



I dbclare under the penalty of perjury that the foregoing is true and correct. Executed on

January 4,]2008.
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A relative newcomer to the diamond retailing business
puts its fourth U.S. location in Houston

De Beers sees gold in city

By DAVID KAPLAN

FOUSTON CRRONICLE

¢ ¢ryv
is our

big

guy
in the

store right now,” said Lindsay
Curington, brand ambassador
at the De Beers in the Gallerda.

She was refessingtoa
21.B carat “fancy yellow”
diamond ring.

That big guy can be yours
for a Hitle more than
$1 million. Wait a while, and
you'll be able to spend a lot
more on rings and other
things.

The retailer whose parent

company made the phrase “A
diamond is forever” famous
plans to offer pieces costing
more than $20 million.

In town about a month, De
Beers Diamond Jewellers
chose Houston as its fourth
location in North America,
joining such high-profile
luxury jewelry chains as
Cartier and Tiffany & Co.in
the city.

Other De Beers are in New
York City, Beverly Hills and
Las Vegas.

“Houston was a natural
choice because it's the fourth-
largest city in the U.S,, and
the Galleria is the fourth-
jargest mall in America,” said

Please sev DE BEERS, Page D4

MAYRA BELTRAN PHOTOS 2 CHRONICLE
DRIPPING WITH DIAMONDS: De Beers sales represeritatives
Mary King and Jaydn Builook for the serial number of the Wildflower
nte(:klace, ar $85,000 piece contaifing 1,613 diamonds, at the Galleria
store.

NEW TENANT: A Galleria shopper passes by the new De Beers store, the fourth refail location in the U.S. for the glebal diamond powerhouse.




B “MAY.
TEST DRIVE: De Beers sales representative Jaydn Bui, left, speaks to customer Angela Pham as she tries on
the $1 million “fancy yellow” diamond ring. The store plans to offer pieces valued at more than $20 million. ‘

BELTRAN : CHRONICLE

oe seers: Jewelry retailer looks
to cash in on the high end

CONTINUED FROM PAGE DX
Hamida Belkadi, chief
operating officer of De Beers
Diamond Jewellers,

The jeweler is scheduled to
open stores in Washington,
D.C., and San Francisco before
the year ends. Altogether, De
Beers has 23 stores worldwide,

Newcomer to retailing

Though De Beers has been
mining and selecting diamonds
since 1888, it’s only been in the
retail business for six years.

And according to one
analyst, it is getting in at the
right time,

“With the explosion of the
luxury retail sector, jewelers at
the top end are reporting
tremendous nmumbers,” said
Howard Davidowitz, chairman
of Davidowitz & Associates, a
national retail consulting and
investirig banking firm in New
York City.

He noted that retailers in the
upscale market like Neiman
Marcus and Saks Fifth Ave. are
also selling more and more very
high-end jewslry.

The luxury market is “far
from peaking,” Bear Stearns
analyst Taposh Bari, who
follows publicly traded Tiffany
& Co., said in a report.

De Beers also was wise to
open its Houston siore in the
fall, giving itself time to
prepare for the Christmas

“When people spend
hundreds of
thousands of dollars
on diamonds, the level
of perfection of the
stone is of tremendous
importance, and De
Beers’ reputation for
quality is a big
advantage.”

~HOWARD DAVIBOWITZ

retail analyst

season, Davidowitz said.

While most retailers do 20
1o 22 percent of their annual
business in November and
December, jewelers take in 30
to 35 percent of their revenue
in those months, he said.

Buflding a brand

For its retail stores, De Beers
Diamond Jewellers, which is
jointly owned by De Bears SA
and LVMH Moet Hennessy
Louis Vuitton, is pushing the
notions of guality, credibility
and security.

An in-store “Beauty Scan”
machine provides customers
with magnified views of each
facet of a stone. And each
jewelry item sold comes witha
passport and a hidden mark

identifying the gem.

“When people spend
hundreds of thousands of
dollars on diamonds, the level
of perfection of the stone is of
tremendous importance, and
De Beers’ reputation for quality
is a big advantage,” Davidowitz
said.

One of De Beers’ more
popular lines, Talisman,
features a mosaic of polished
and unpolished diamonds in
different shapes and colors.
The least expensive item in the
store eatlier this week was a
$550 Talisman pendant.

Since opening, the Houston
De Beers store has displayed a
$3.7 million néckiace from the
Marie Antoinette line,

The ‘forever’ slogan

The marketing campaigns of
its parent company, De Beers
SA, are legendary.

In 1947, a copywriter
working on the De Beers
account at the agency NW Ayer
coined the slogan: “A diamond
is forever.”

NW Ayer also was able to
hire Picasso and Dali to
produce art as part of a De
Beers advertising campaign,
and got Hollywood directors
and screenwriters to include
scenes that captured the allure
of diamonds.

david. kaplan@chron.com
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Do Beers® Ballet Ball auction prize: e
Wildfower neckiace ;
comprised of 208 diamonds &
set in white gold -

g e o

Balletomanes and Symphony Supporters
Turn Out for De Beers’ Gem-borees

BY CATHERINE D. ANSPON. PHOTOGRAPHY FULTON DAVENPORT.

arkle Plenty
When De Beers — the international jeweler that invented
diamonds’ 4Cs — opened their first-ever Texas boutique in
the Houston Gallena {and fourth U.5. store), you can bet
our social gems attended. And to propedy launch the luxe
bauble stop, not one, but two evenings would. do. So
De Beers paired with the Houston Bafiet for an opening
night at the home of connected, philanthropic couple
Karen and Mike Mayell. This divine, diamond-stud-
ded dinner was succeeded the following eve by a
bash store-side saluting the Houston Symphony.

f/x :
4% Beers’ Danse Fever
The elegant Mayells performed | ogling the De Beers diamonds
as perfect hosts for a Jackson 5 on display: Ballet Ball 2008
and Campany-catered dinner . chair couple Phaebe ond Bobhiy
party i honor of next Felwuarys § tuster sraction chialr due Ceron
Baflet Ball, romantically themed ! and Mary Beth Aspromonte,
"Glamorous Gershwin.” De Beers - who, like the chalr couple, have
diinitaries traveled from tar f been conspiing for inonths on
and wide to attend {and stay on | the black-tie féte; Sheridan abd
for store festivities the foflowing - John Eddie Williams, Ann and
day), mcluding London-based | Mathew Wolf; Houstor Ballet
i
!
§
!

Martha and Richard Finger,
arid Daricie and Jim Ware.

Spurkling momaents: While
Gershwin tunes tinkled on the
piano, guests savored a signature
Jackson touch: desserts shaped
fike De Beers gift boxes. Another
hightight was the vigorous.
voting on De Beers' donation

for the Ballet Ball sifent auction.
Garneting the most nods: the
gracaful Wildflower necklace,
208 diamonds sétin white gold,
weighing. in at 2.06 carats.

Stay tubed for its Ballet Ball
debut February 16, 2008.

Worldwide CEQ Guy Leymarie, {1 main man C.C Conner; Terry
ieiring Manhatten cofleaguss Wayne Jones, Mark Sullivan;
Selda Bensusan, Dirk Gruyters, | Terrie and Mike Turner;
Hamida Belkadi, and Erin Melissa and Michael Mithoff,
O'Mahoney. a5 well a5 Kris and Richard McGee;
Houston-based store manager Denise and Philip Bahr,
Bridgette Bottone. Stuniers § Mofly and Jini Crownover;

Foteworthy NoClurne e oo oo mo o omog

it was a rhapsody in diamonds when De Beers fossed open its doors
for the first time, with a notable night honoring Houston Symphony
supporters. The soirée saluted 2007 - 2008 event chairmen, including
Symphony Ball chaw quartet Mary Ann and David McKeithan and
Julia and Russelt Franke! {save the date for “Moonlight, Magnolias
and Martinis,” March 7, 2008}, this falls opening night chalrmen Fran
Faweett and Philip ¥ joined by co-chairmen Linda
and Gene Dewh and Boyd T: k and Warmen
Tashnek, Pops chair foursome Joycs Echols, Tena Lundquist Faust,
Elizabeth Petersen, and Susan Plank; next months Magical Musial
Morning terific irio Liz Glanvilte, Nancy Littlejohn, and Gretchen
McFartand; and Charlotte Rothwell, set 16 chair the Maestic Wine
Dinner in May *08. Other well-orchestiated guests: glam gal pals
Harriet Gertner and Patricia Harrison, Michael Parmet, hewlywed
Donna Speer, Margaret Williams with Jim Daniel, Omana and Sam
Abraham, Susan and Dick Hansen, Lori Sordc, Susanna Brundrett,
and Bob Sakowitz. Hows that {or some serious social bling?
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The red carpet is intended o boost 8 Lasary brand’s fmage, bat there
are other ways fo raise u profile, including store and brand expansion,

compelling marketing and adoraing models with collection picces. So
which jewelry brands ra ighest when it comes to ey consumer
awareness? In January the New York-based Laxury Institute releassd
study on which tuxury jewelry brands were toost familiar, The ingtitute

4 2 | 5 ; T S | surveyea wiore than 500 respondents, ages 30 and above, witha
i L 5 74 X household net worth of 8 million or igher. Below, the top 12
: Goo R . 5 brands and what ‘wealthy consumers think of them, :
welry brands ranked by hoairy consumers. — Cecily Hall, with contributions from Sophia Chabbott

TERANY ; ’
Luxury consumers who are familiar with this brand: 802 percent

“Ifs amazing how resilient this bizind is” said Milton Pedrazs, chief execative officer of the Laury Instd Tiffany delivers gréat value to wealthy
copsumers, and i consistently tanks highly in tevms of unig and exelusivity, even though it's considered more of 8 ubiguitons brand”™ The latest

{-news for Tiffany & Co.t giaew stove opening on Wall Street in th fall, Speaking of Wall Street, the stoelk is up 12 percentin the last year Michaeld.
Kowalski, ehairman ; id of the holiday period, “We saw healthy salés increases in eategories ranging from dismends to silver Juwelryg”

¥ peveent

At the Goldi ds i January, Sieiina Miller wore dimond chiindelier earrings from Cartier Caineron Dinz was sdorned in more than
alone it the People e Awdrds last month, according to people.coms: five kres coclktail mi with two bracelots

0,000y, works out to an estimated total of $236,000 in Cartier diamonds: The Paris-bnsed jowelor recently rebpendd Hs

‘mall in New Jersey, an event that was quite the to-do when Mandy Moore stopped by to cohost the holiday celebration.

DE BEER

WL peveent ) :
Famous for the slogan; A Diamond Is Forever” De Beers, the world's presmisent diamond-mining company, was establishedin 1888, The
company, now as a brand, has picked up some inpressive éndarsements on the red carpet, inclading one from Searlett Johansson, The actress wore

#:30-carat diamond cluster necklace tothe Oscars in 2004. Joely Richardson also dppeared in De Beers dismonds for the 2 AFTA Awards in

‘Londen, Dne study respondent noted, “De Beers has the best quality and is consistent dnd knowledgeable with its dismonds.”

iR

3.1 pereent o . o

~It'slikely that most memorable Gucel moments on the red caipet have incinded sh apparel; becanse the luxury brand just launched #ts fine
Jewelry collection Tast year. *This is o) ve see with Gueed,” Pedra Chis-Js sueh g huxurious and trusted brand, so when itexpands
into areas suchas fine jewelry, it will still maintain that high-end cachet, and awareniess will continue to increase.” Some of the latest pleces in its
collection inelude £he 18-karat white gold Horsebit ring and the sterling silver Cord bracelet with oval chain detadl,

BUIGARS

BLT percent : . - :
In April; Bulgari will unveil a refurbished flagship in New York. The ni allwr
The company has recorded impressive sales gains, as well: WWD repo November that Buleari’s thivd-quarter revenue from jewelry rose
7.7 pereent 10 92,5 million euros, or $118.4 million. The red carpet has witnessed Bulgari on Hollywood stars such as Keira Knightley, who wore a
Bulgari necklace to the 2006 Oscars, and Chlot Sevigny and Jennifer Garner, who beth appeared in Bulgari jewels at the 2007 Golden Globes.

ign will pﬁl’ziee,éxll whmen's jewelry and watehies on the ground floor

‘This brand celehrated its 100th anniversary last vear with a soiree o Paris at the famed Tuileriss Gardens. The jewelry house also commissioned
Randall & Ridless to redesipn fts landmark boutique'on Fifth Avenue. More recontly, the brand has been spotted at awdrds carémonies, such as
the Golden Globes last month, when Reese Witherspoon appedred in Van Clesf & Arpels’ diamond bracelet and eavrings, as did Maggie Gyllenhaal,
who dazeled ina eoliection of bracelets, along with the house’s 1923 Parnpilles earvings with sapphires and baguetie-cut diamonds.

HARRY WiNSTON
48.3 pervent
1t's the end of ar era for this Fifth Avenue jeweler WWD reported i Septem L Aber Diamond Corp,, 4 Canadian diamend mining eompany,
E: has acquived the jeweler’s remaining minority interest for §157 million, *For th e in 74 yee ere will not be ston-family memberat
: e world,” WWI said, The brand has beena

fromothersin the top 12

478 percent - :

Chanel's fine jewelry foatures the Coco collection -— inspired by Venetian and Byzantine gilding and stonemasonry — and Privee, which is entively
dedicated to diarnond pietes, among others. Red-carpet representatives for the French jeweler include Salma Hayek, who this year appeared at
the Golden Globes adorned in a diamond fight-h al ings from Chanel. Though Rinke Kikuehi of “Babel” showed up in a poufy Chanel
dress that raised an eyebrow or two, her € A stuntiern

BIgR
471 percent g L o )
In October, Dior president Sidney Toledano told WWI in Moseow, “Linxury 8 really booming.” Hewas referring to fur, tiamond jewelry and high-

¢ sales at Dior’s latest high-profile flagship opening in Moscow: Reghrding the Hlagship, WWI said, “Fine jewelry by Vietvire de Castellane
1% in an adjacent room that reflects the whimsieal interior of the Dior jewelry unit on Paris’ Place Vendome, with its pearl-gray walls, panther prints
and baubles displayed on tiny chairs.”

| MiKINoTS
4 peveent . : : y
- Known for-its eollection of quality cultired pearls, this bravd was founded in 1898 by Kokichi Mikimoto, who is quoted on the company Web site
a8 having said, T would like to adorn the necks of all the women of the world with pearls.” Many respondents hoted satisfaction with the overall
‘{ quality. Aloyalconsumer said, “These are timeless, classie products that are understatedly elepant and not Rashy” Mikimoto’s latest ad ¢ampaign,
Teaturing model Mia Rosing, combines “glamorous tradition with s playful, sexy, artedeco appeal,” aceording to its Web site: : o

pangend : : ; : . : :
2006 Kminy Awards ved carpet, Eva Longorid was radiant in Piaget's Watertall Motif earvings in white gold with 68 diamonds: She was als
: g Pinget's Cascade Manchette bracelet in white pold with 829 beflliant-cut diamonds. Standaut items in its collection include the 184
g gold Possession ring, which iz really two bands Tinked by 480 dismonds, and its heart-shaped bracelet in 18-karat white gold; consis
diamonds. The ewelry and watch brand is owned by Compagnie Financiére Richemont SA. i :

DAVID YURBIAN
6.8 pereent . 2
4 Busy, busy, busy. This deseribes the New York-based brand’s schedule. With a new ceo; Paul Blum, David Yurman has made si
? including the move to higher-end jewelry and its firs rance latinch with Groupe Clarins. In January, the firm ope

4 1,000-square-foot flagship. WWD reported that it features “Yurman's broadening colleetion, rarging fe
platinum, to a diamond bridal collection to one-off pieces made from the desigmer’s personal collection

EOURCE: LURIRY WETITE L
oo
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In Bloom

Jammin® untll the
Break of Dawn

So much to do,

g0 litfle ime. BY BEBECCA BLOOM

118

I THERE 15 ¢ VHENG { KNOW, it
that this town does notsleep. Sure; New York
has a Sinatra song praising ity night-owl ten-
dencies, butwe can certainly give Fragk arun
for his money. LA just sleeps differently. We
eatat seven, finish deinks by 10, close the bars
by two, and getup at dawn with our dogs te
hit the trails. We opt for full days and full
nights.

Asidif there is one thing that 1 adore doing,
it's window shopping for the decadent
baubles I dream will grace me in that other
fife I plan on living: the one where I go to

. balls, dressed in couture, eating caviar with

princes. And there’s no better spot than the
new De Beers store on Rodeo Drivets spark
my faney: At one of three lovely events held
in celebration ofits opening, Guy Leymarie,
Alyce Alston, and De Beers Ambassador
Neil Lane honorved The Hollywood Reporter's
Women in Entertainment: Power 100 with the
help of host Sherry Lansing. With the Giftte
Give program, where 10 percent of all De
Beers sales in December was donated to-vark:
ous charities including AmfAR and Project
Angel Yood, the company made its strong
philanthropic side knownin Beverly Hillsin a
tritly classy way. Diamonds and good'deeds—
asparkling combination.

More gems were onvdisplay in the fabulous
penthouse suite of the Chatean Manmont,

Jeweler Stephen Webster and Christina

Aguilera féted Corbin Bernsen, Amanda
Pays, Todd Traina, Nicole Paggi, and
Grey’s Anatomy’s Kate Walsh for an evéning
of Champagne and jewelry celebrating
Webster's Femme Fatale collection. Inspired
by the sirens.of the 19405, the jewels are a mix

of classic glamowr and Webster’s flair for
edgy rock. 'n’ roll. My favorite, the corset ear-
rings with web-cut diamonds. could easily
glide down any red carpet or fall into step
backstage ata Rolling Stones concert.

Another Brithit LA and charmed shoppers
with his gentlemanly nature and affable per-
sonality. Paul Smith's sew cotton-candy bou-
tigue, stocked 1o the gills with his quirky
clothes, unique gifts, and clever accessories,
drew an eclectic crowd of this town's most
fashionable folks. Ed Ruscha, Joy Bryant,
Rachel Zoe, Steve Jones, Henry Duarte,
and Tarina Tarantino, to name a few, wan-
dered amid Smith’s. classics, including his
crisp tailoved shirts with all those playful
details he is known for; and for which 1 will
always remember @ handsomely tattoocd éx
with a penchant for French caffs.

Alex Balahoutis relannched her Strange
Invisible Perfumes in a manner that con-
firmed her attention to detall and all things
¢hic, The new boutigueis inviting and waitn,
and ridiculously stylish. Ifonly I could patmy
bouse togetherin the same way! Her mother
Linda Bruckheimer, Jim Berkus, Pat
Riley, and Marg Helgenberger mingled
among the signature scents and went horme
with something special made just for the
evening: Strange Invisible Perfumes’ Antony
& Cleopatra. With nightblooming jasmine
and Persian lime, the fragrance reflects the
tender side of the passionate, albeit tragic,
tove story. 1 feel lucky that-a small touch of
Balahoutis's inventive charm and unique
nose is now sitting on my vanity.

And this year, the Grammy Jam, presented
by the Recording Academy, Entertainment

Industry Foundation, and Mercedes-Benz
USA and celebrating the legacy of Stevie
Wonder; was a smash hit. Guesls such as
Susan and Jon Dolgen, Recording Academy
President Neil Portnow, Angie Harmon,
Jason Sehorn, and Jamie Tisch joined musi-
cians Eric Benét, George Benson, George
Clinton, Herbie Hancock, Hootie & The
Blowfish, India.Arie, Keb® Mo’, Josh
Kelley, Mary Mary; and Angie Stone (o
honor the 22-time Grammy Award winner.
Jamie Foxx lit up the stage with animpromp-
wjam, and all were on their feek for hours, rev-
eling in Wonder’s classic tunes. Proceeds from
this night of song benefited the Grammy
Foundation, InnerSpark/California  State
Summer School for the Asts, For the Auts,
Inner-City Arts, and the Museum of
Contemparary Art,

Lastly, here are two LA ladies whom L am
sure we will be hearing mere about: Jillian
Kogan who, inspired by Jasper Johny’
genius at turning the ordinary ioto the
extraordinary, reinterprets the iconic
California flag by incorporating Pop Art
elements info the familiar image. Although
she just closed her successful show ai
Modem One Gallery, you can check out
her website, jilliankogan.com. And Rachel
Bailit, whose play, Sugar Happens: 4 One-
Girl Show, writtenn by Sherry Coben and
directed by David Lee Strasberg, is getting
rave reviews. The bracingly honest person-
al story of one aspiring aciress in a city full
of aspiring actresses has the industry abuzz.
Check out rachelbailit.com for more infor-
mation. Two women, making their mark in
2006—there’s truly nothing better. %



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

De Boulle Diamond & Jewelry, Inc.,

Opposer, : Consolidated Opposition No.: 91162370

: Opposition Nos. 91162370
V. : 91162469
: 91164615
De Beers LV Litd., : 91165285
: 91165465
Applicant.

DECLARATION OF DARREN W. SAUNDERS

1. I am a partner in the firm of Kirkpatrick & Lockhart Preston Gates Ellis LLP,
attorneys for Applicant, De Beers Diamond Jewellers Limited, formerly De Beers LV Ltd., (“De
Beers”) in this Consolidated Opposition Proceeding.

2. I submit this Declaration in support of De Beers’ Cross-Motion for Partial
Summary Judgment and Response in Opposition to Opposer’s, De Boulle Diamond & Jewelry,
Inc. (hereinafter “De Boulle” or “Opposer”), Motion for Summary Judgment, pursuant to Fed. R.
Civ. P. 56.

3. Attached hereto as Exhibit A is a true and correct copy of the Complaint filed in
the civil action in the U.S. District Court of the Northern District of Texas, captioned De Boulle
Diamond & Jewelry, Inc. v. Colibri Corp., Civil Action No. 3:06-CV-0794-M.

4. Attached hereto as Exhibit B are true and correct copies of printouts from
Opposer’s web site.

5. Attached hereto as Exhibit C is a true and correct copy of Opposer’s Response to

De Beers’ Request for Admission No. 22 dated December 30, 2005.

NY-576793 vl



6. Attached hereto as Exhibit D are true and correct copies of Opposer’s Notice of
Opposition against the trademark application for “DB LOGO” (Opposition No. 91162370 — filed
on September 27, 2004) and Opposer’s Notice of Opposition against the trademark application
for “DB MONOGRAM” (Opposition No. 91162469 — filed on September 27, 2004).

7. Attached hereto as Exhibit E is a true and correct copy of Opposer’s Notice of
Opposition against the trademark application for “DB SIGNATURE” (Opposition No. 91164615
— filed on March 14, 2005).

8. Attached hereto as Exhibit F are true and correct copies of Opposer’s Notice of
Opposition against the trademark application for “SO DB” (Opposition No. 91165465 — filed on
May 13, 2005) and Opposer’s Notice of Opposition against the trademark application for “DB
STAR” (Opposition No. 91165285 — filed on May 13, 2005).

9. Attached hereto as Exhibit G are true and correct copies of the specimens
submitted by Opposer for its U.S. trademark application for “DB” (Serial No. 78/604,056).

10.  Attached hereto as Exhibit H are true and correct copies of documents produced
by Opposer in this consolidated proceeding (production nos. 00477-00480, 00489-00491,

00499).

I declare under penalty of perjury that the foregoing is true and correct.

Dated: New York, New York
January 4, 2008

i A

Darren W, Saunders
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Case 3:06-cv-00794 Document 1 Filed 05/03/2006 Ng§%5'§-@33@RECT COURT
HERN DISTRICT OF TEXAS

FILED

IN THE UNITED STATES DISTRICT COURT
O R I G l N AF R THE NORTHERN DISTRICT OF TEXAS

DALLAS DIVISION

CLERK, U.S¢
§ By o S OURT
DE BOULLE DIAMOND & § - J
JEWELRY, INC., § L
$§
Plaintiff, § - 794~-
! crseno, 3706CV0794- M
Vs. 8 L { % /
§ ~ U C
; NG
COLIBRI CORPORATION, § )
§ -
Defendant. §

COMPLAINT AND PETITION FOR
PARTIAL CANCELLATION OF TRADEMARK

AND JURY DEMAND

Plaintiff, De Boulle Diamond & Jewelry, Inc., through its undersigned counsel of
record, submits its Complaint and Petition for Partial Cancellation of Trademark against
Colibri Corporation, Defendant, and, in support thereof, allege the following:

1L

Summary of Action

1. This action is brought under Sections 14 and 37 of the Lanham Act, 15
U.S.C. Sections 1064 and 1119.

2. Plaintiff seeks the partial cancellation of Federal trademark registration,
Registration No. 1391538, dated April 29, 1986, by virtue of the Registrant’s limited use

and abandonment of the mark, as registered, by deletion from the recitation of the

COMPLAINT AND PETITION FOR PARTIAL
CANCELLATION OF TRADEMARK - Page 1



Case 3:06-cv-00784  Document 1 Filed 05/03/2006 Page 2 of 10

particular goods or services included in the registration, all items of women’s jewelry,
diamonds, watches, and timepieces, on the grounds of the abandonment of the mark for use
in association with such segments of the Class “Jewelry”.

1

Jurisdiction and Venue

3. This Court has jurisdiction over all aspects of this action pursuant to 28
U.S.C. Section 1331, in that this action arises under the Constitution, laws, or treaties of
the United States, more specifically the Lanham Act, Title 15 of the United States Code
(the “Lanham Act”). Jurisdiction is further specifically conferred upon this Court by
Section 39 of the Lanham Act, 15 U.S.C. Section 1121.

4. This Court has personal jurisdiction over the Defendant in that:

(a) Such jurisdiction is authorized by Tex. Civ. Prac. & Rem. Code
Ann. §17.041 et seq. (the "Long-Arm Statute™);

(b) Defendant markets and sells its products in association with the
mark in issue in this lawsuit through a network of authorized dealers
throughout the State of Texas, at least thirty (30) of which are
located in this District. In addition, Defendant markets and sells its
products in association with the mark through an electronic catalog
on its Web site, targeting consumers in the State of Texas, including
in this District, directing such consumers to its network of
authorized dealers throughout the State of Texas, by a search engine
and system of toll-free numbers, organized by State and zip code.
Defendant further markets and sells its products in association with
the mark through advertising targeted at consumers in the State of
Texas, including in this District, to include printed catalogs bearing
products with the mark in issue, distributed to consumers in Texas
through its network of authorized dealers, and, upon information and
belief, other traditional forms of advertising and marketing.
Defendant additionally markets and sells its products in association
with the mark through agents and representatives located in the State
and/or that travel to the State and District for purposes of selling and

COMPLAINT AND PETITION FOR PARTIAL
CANCELLATION OF TRADEMARK - Page 2



Case 3:06-cv-00794  Document 1 Filed 05/03/2006 Page 3 of 10

making available for sale products bearing the mark in issue in this
lawsuit in retail stores located throughout the State of Texas,
including in this District;

(c) In the ordinary course of business and specifically with regard to the
transactions herein complained of, Defendant has conducted
business within the State of Texas sufficient to satisfy the
Jjurisdictional requirements of §17.042 of the Long-Arm Statute;

(d) The causes of action asserted herein are connected with such acts or
transaction business; and

(e) The assumption of jurisdiction will not offend traditional notions of
fair play and substantial justice, and equity demands that this Court
assumes jurisdiction over the person of the Defendant.

5. Venue is proper in this district pursuant to 28 U.S.C. Section 1391(b) and
(c), in that a substantial part of the events or omissions giving rise to the claims occurred in
the District, Defendant is subject to personal jurisdiction in the District at the time this
action is brought, and Defendant is deemed to reside in the District.
JII8
The Parties
6. Plaintiff, deBoulle Diamond & Jewelry, Inc. ("Plaintiff" and/or "deBoulle™)
is a corporation duly organized and existing under the laws of the State of Texas, with its
principal place of business in Dallas County, Texas.
7. Defendant Colibri Corporation ("Defendant” and/or " Colibri"), is a Rhode
Island corporation, with its principal place of business in Providence, Rhode Island. Said
Defendant is a "Nonresident" as that term is defined in Tex. Civ. Prac. & Rem. Code Ann.

§17.041 et seq. (the "Long-Arm Statute"), and is not, according to the Texas Secretary of

State, currently registered to do business in the State of Texas. Said Defendant has done

COMPLAINT AND PETITION FOR PARTIAL
CANCELLATION OF TRADEMARK - Page 3



Case 3:06-cv-00794 Document 1 Filed 05/03/2006 Page 4 of 10

business in the State of Texas, as that term is defined in §17.042 of the Long-Arm Statute,
and may be served with process herein by forwarding a copy of this pleading and
Citation to the Texas Secretary of State, as its agent for service of process pursuant to
§17.044(b) of the Long-Arm Statute, who is requested to serve Defendant Colibri
Corporation at its home office at 100 Niantic Ave., Providence, RI 02907, Attention:
- Frederick N: Levinger, President, pursuant to §17.045(a) of the Long-Arm Statute.
Iv.

Petition for Partial Cancellation of Trademark

8. On or about April 29, 1986, Dolan & Bullock Co., a2 Rhode Island
corporation (“Dolan & Bullock®), obtained Federal trademark registration, Registration
No., 1391538, for the following stylized design containing the letters “db”( the “Colibri

Mark™):

The registration was obtained pursuant to Section 1(a) of the Trademark Act, for the Class
“Jewelry”. On or about December 30, 1993, Dolan & Bullock, assigned the Colibri Mark
to Park Lane Associates Inc., a Rhode Island corporation (“Park Lane”). On or about

January 1, 2004, Park Lane assigned the Colibri Mark to Defendant. According to the

COMPLAINT AND PETITION FOR PARTIAL
CANCELLATION OF TRADEMARK - Page 4
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records of the United States Patent and Trademark Office, Defendant is the current owner
of the Colibri Mark.

9. Upon information and belief, Dolan & Bullock, Park Lane and Colibri
(collectively the “Registrant™) have used the Colibri Mark solely in association with the
sale of men’s jewelry; specifically, men’s cuff links, dress sets (matching cuff links and
shirt studs), pocket watches, money clips, key rings, bracelets; and tie jewelry (the “Colibri
Products”). Defendant sells and markets its line of women’s jewelry in association with
the mark “Krementz”. Upon further information and belief, the Registrant has never made
use of the Colibri Mark in connection with the sale of women’s jewelry, diamonds,
watches, or timepieces in the United States and/or commerce with the United States and/or
has ceased use of the Colibri Mark in association with such products for at least two (2)
years.

10.  Plaintiff owns and operates a jewelry store in Dallas, Texas under the trade
name and mark "De Boulle", and has done so since 1984. Plaintiff, has also marketed and
sold diamonds, fine jewelry and timepieces to the general public in Dallas, Texas, and
elsewhere in the United States in association with the marks “DeB” and “DB” (collectively
the “deBoulle Marks”), used in the advertisement, rendition, and sale of its diamonds, fine
jewelry, watches, and timepieces, and has done so continuously from at least subsequent to
June 2001. deBoulle's marketing activities include advertising and promoting its brand and
products in local and national media. deBoulle further promotes its brand and offers its
“deBoulle Collection” and other products for sale to general public throughout the United

States on its Web site. Through the years, the deBoulle Marks and brand has developed a

COMPLAINT AND PETITION FOR PARTIAL
CANCELLATION OF TRADEMARK - Page 5
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reputation in Dallas, Texas, and elsewhere in the United States for, and consumers have
come to identify the deBoulle Marks with, the fine quality of the exclusive jewelry that the
deBoulle craftsmen custom design and manufacture, as well as the fine quality of its
diamonds and other gems.

11. deBoulle filed applications for federal registration of its deBoulle Marks on
- the-basis of Section 1(a) of the Trademark Act, 15 USC Section 15()1(#), on the following
dates: (i) application for federal registration of the Mark “DB", U.S. Trademark
Application Serial No. 78/604,056, applied April 7, 2005 (the "DB Mark"); (ii) application
for federal registration of the Mark “DE BOULLE", U.S. Trademark Application Serial
No. 78/444,880, applied July 1, 2004 (the "DE BOULLE Mark"); and (iii) application for
federal registration of the Mark “DE B" and Design, U.S. Trademark Application Serial
No. 78/440,907, applied July 1, 2004 (the “DE B Mark"). deBoulle desires to register the
deBoulle Marks in Classes 14 (jewelry, diamonds, watches) and 35 (retail jewelry stores,
catalogue sales, and web based sales).

12. Through an Office Action in U.S. Trademark Application Serial No.
78/604,056, the United States Patent and Trademark Office has indicated that deBoulle’s
DB Mark could be confusingly similar to the Colibri Mark and that it would deny
registration of the DB Mark on that basis.

13. deBoulle would respectfully show the Court that the Registrant has
abandoned the Colibri Mark in most if not all of the segment of the jewelry and watch
market targeted and served by deBoulle. The Colibri Mark consists of a highly stylized

rendition of the letters “db”, and has been used solely in association with a very narrow

COMPLAINT AND PETITION FOR PARTIAL
CANCELLATION OF TRADEMARK - Page 6
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and specific category of men’s jewelry, namely the Colibri Products, sold mainly through
tobacco shops and other men’s accessory stores, and not through high-end, luxury jewelry
stores, and Web sites, in competition with Plaintiff’s business. In addition, the Colibri
Mark is not sold or marked in association with women’s jewelry, diamonds, watches, and
timepieces, at all, and/or has ceased use of the Colibri Mark in association with such
products for at least two (2) years. The Colibri Mark is therefore not applied to goods or
services which are identical as those sold by the Plaintiff. Furthermore, the stylized
rendition of the Colibri Mark is unique and deBoulle’s use of the deBoulle Marks will not
cause confusion or deception as to the origin of the deBoulle Marks and/or the Colibri
Mark.

14.  Plaintiff will be greatly damaged and harmed if it were to be precluded from
using the deBoulle Marks, in which it has acquired considerable goodwill and brand
identification, in the advertisement, rendition, and sale of its diamonds, fine jewelry and
timepieces, to the predominant segment of the jewelry market not served or targeted by the
Defendant, if the Defendant is permitted to continue to maintain its registration. The
continued existence of Defendant’s registration of the Colibri Mark, casts a cloud upon
Plaintiff’s right to continue to use, register, and expand the use of the deBoulle Marks, all
by virtue of the Defendant’s limited use of the Colibri Mark.

15. By virtue of such damage and harm, Plaintiff petitions the Court, pursuant
to Sections 14 and 37 of the Lanham Act, 15 U.S.C. Sections 1064 and 1119, that
Defendant’s Federal trademark registration, Registration No., 1391538, as registered, be

cancelled in part, as a result of the Registrant’s limited use and abandonment of the Colibri

COMPLAINT AND PETITION FOR PARTIAL
CANCELLATION OF TRADEMARK - Page 7
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Mark, for all segments of the Class “Jewelry”, other’s than men’s jewelry and pocket
watches. Defendant does not market or sell any of the goods or services for which this

partial cancellation is sought in association with the Colibri Mark.

V.

Prayer

T

WHEREFORE PREMISES CONSIDERED, deBoulle Diamond and Jewelry, Inc.,
Plaintiff, prays that:

) Plaintiff have and recover judgment of and against Defendant: (a) Pursuant
to Section 14 of the Lanham Act, 15 U.S.C. Section 1064, that the Registrant’s has
abandoned of the Mark evidenced by Federal trademark registration, Registration No.,
1391538, for use in association with women’s jewelry, diamonds, watches, and timepieces;
and (b) pursuant to Section 37 of the Lanham Act, 15 U.S.C. Section 1119, that Federal
trademark registration, Registration No., 1391538, be amended by deletion from the
particular goods or services from the recitation of goods and services included in the
registration, all items of women’s jewelry, diamonds, watches, and timepieces, to reflect
such abandonment; and

(i)  Plaintiff have and recover such other and further relief, legal and equitable,

general and special, to which Plaintiff may show itself justly entitled.

COMPLAINT AND PETITION FOR PARTIAL
CANCELLATION OF TRADEMARK - Page 8
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Respectfully submitted,

Pieter J./ Tredoux
(Meinber of the New York Bar)
1717 Main Strect

Suite 3400

Dallas, Texas 75201
214-712-9291 — [telephone]
214-712-5690 — [telecopier]

COUNSEL FOR PLAINTIFF

JURY DEMAND

Plaintiff demands a trial by jury by the maximum number of jurors permitted by

law of all issues so triable.

Piet¢r J. Tredoux

COMPLAINT AND PETITION FOR PARTIAL
CANCELLATION OF TRADEMARK - Page 9
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Contact Customer Servige at 1-800-454-GEMS or email customersfirst@deBoulle
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You are about to experience the beauly, guality and fine
crafismanship of the deBoulle Collection. Until now, this world-class
array of diamonds, fine lewelry and timepisces has been available
only 1o the loyal clientele of owr salon in Dallas, Texas.

Over the past iwo decades, deBoulle has buill a repulation as one
of the pre-eminent, independently-ownad jewsalers in the United
States. deBoulle is renowned for the heauly, guality and fine
craftsmanship of its collection. Now all this is presented to you
onling for your unigue shopping pleasure.

Contact Customer Service at 1-800-454-GEMS or emall customersfirst@deBoulle

©2000-2006 deBoulie Diamond & Jewslry, Inc. « Use of this site constitutes acceplance of our User Agreement -

http://deboulle.com/home.shtml

01/04/2008
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wehess 3 55 Hove For somatbing seial -

deBoulle is an authorized dealer for seventeen awry jewalry
brands. Over the yvears, the fine designers and crafismen at
deBoulle have also crealed the exquisite deBoulle Collection,
which can be viewed In our e~commerce salon. You may
view our collection of fine jewsiry by selecling the category of Bvigari
your cholcs, or search our inventory by clicking on the search Carrera
bution below. Charles
Deakin ¢
deBoulle
Emsary
Favero
Frad Lei
JB Staw
Kurt Wa
Kwiat
Luca Ce
Mariani
Mitchell
Mouwac
Oscar H
Rizhard

Contact Customer Service at 1-800-454-GEMS or email customersfirst@deBoulle

©2000-2006 deBoulle Diamord & Jawelry, Inc. « Use of this site constitutes acceptance of our User Agreement -

http://deboulle.com/finejewelry.shtml 01/04/2008
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

X
............... §
§
DEBOULLE DIAMOND & JEWELRY, INC,, §
§

Opposer, § Consolidated Opposition

§ No. 91165285

v. §
§
DE BEERS LV LTD., §
§
Applicant. §
X

OPPOSER’S OBJECTIONS AND ANSWERS TO
APPLICANT’S FIRST REQUEST FOR ADMISSIONS

TO:  Applicant, De Beers LV Ltd., by and through its attorneys: Mark . Peroff, Esq.,

Darren W. Saunders, Esq., and Melanie Bradley, Esq., Kirkpatrick & Lockhart
Nicholson Graham, LLP, 599 Lexington Avenue, New York, NY 10022-6030

Opposer, De Boulle Diamond & Jewelry, Inc. (“Opposer” and/or "De Boulle"), hereby
submits its Objections and Answers to Applicant, De Beers LV Ltd.’s ("Applicant" and/or "De
Beers") First Requests for Admissions pursuant to Rules 26, and 36 of the Federal Rules of Civil
Procedure, 37 CFR §§2.116 and 2.120, and Trademark Trial and Appeal Board Manual of

Procedure, Chapter 400 (collectively the “TBMP”).

OPPOSER’S OBJECTIONS AND ANSWERS TO APPLICANT’S
FIRST REQUEST FOR ADMISSIONS — Page 1



This the %6 day of December, 2005.

Respectfully submitted,

Pietar J. Tyedoux
E-Mail Address:

[Member of the New York Bar]
300 Park Avenue, Suite 1700
New York, New York 10022
(212) 308-3500

-and -

David A. Harlow

NELSON MULLINS RILEY & SCARBOROUGH LLP
E-Mail Address:

david harlow@nelsonmullins.com

NC Bar No. 1887

4140 Parklake Avenue

GlenLake One / Second Floor

Post Office Box 30519 (27622-0519)

Raleigh, North Carolina 27612

(919) 877-3800

CO-COUNSEL FOR OPPOSER

OPPOSER’S OBJECTIONS AND ANSWERS TO APPLICANT’S
FIRST REQUEST FOR ADMISSIONS ~ Page 2



Opposer objects to this request in that it is vague, ambiguous, overly broad, and
misleading, in that, as worded, it implies that the trade name DeBeers was used in trade and
commerce in the United States, prior to launching Applicant's first store in New York, and that
the DeBeers brand has been distinguished world wide only for its mining and wholesale trade of
diamonds, and not for the notoriety associated with its monopolistic business practices, violation
of American law, involvement in the trade in blood diamonds, and its long-time association with
the South African Apartheid regime. The request as worded is therefore denied.

21.  Each of Applicant’s marks contains an additional element other than the initials “D” and
LCB?’.

ANSWER:
Deny

22.  Opposer is not aware of any instances of actual confusion between products sold under
Opposer’s marks and Applicant’s marks.

ANSWER:

Admit

OPPOSER’S OBJECTIONS AND ANSWERS TO APPLICANT’S
FIRST REQUEST FOR ADMISSIONS - Page 10
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of )

)

Application Serial Number 78/245,219 )

)

Mark: DB LOGO )

)

Published:  August 17, 2004 )

)

De Boulle Diamond & Jewelry, Inc., )

Opposer, )

v. )

De Beers LV Litd )

Applicant )
NOTICE OF OPPOSITION

De Boulle Diamond & Jewelry, Inc., a corporation organized and existing under the
laws of the state of Texas and having its principal place of business at 6821 Preston Road,
Dallas, TX 75205, (hereinafter “De Boulle” or “Opposer™), believes that it will be damaged
by registration of the mark shown in application Serial Number 78/245,219 in International

Class 014, and hereby opposes the same.

The opposition is based on 15 U.S.C. § 1063(a), and the grounds for this opposition

are as follows:

CERTIFICATE OF MAILING BY “EXPRESS MAIL”
“Express Mail” mailing labet number EV409767878US

1 hereby cenify that this corresponddence is addressed to the
Assistant Commissioner for Trademarks, 2900 Crystal
Drive, Arlington, Virginia 22202-35 13, BOX TTAB —
FEE, and is being deposited with the United States Postal

Service “Express Mail Post Office to Addressee™ service
under JJC’?/(TO on the date noted below.
nter

Kathign 4
of maili r or fi
g?/gg{ggg; KSOMCHAN 00000065 78245219 C (§ignatyre ofpcrsﬁl mailing paper or fee)
; 300.00 0p o e
g
09-27-2004

U.§. Patent & TMOR/TM Mall Rept Dt #22




1. Extension of time, to and including December 15, 2004, was requested by and duly

granted to Opposer pursuant to 37 C.F.R. §2.102.

2. De Beers LV Ltd., a corporation organized under the laws of the United Kingdom
(hereinafter “De Beers” or “Applicant™) seeks to register its mark DB LOGO as a trademark
for the following goods in International Class 014 (hereinafter “ Applicant’s Goods™), as
evidenced by publication of said Mark in the Official Gazette on page TM 231 of the August
17, 2004 issue:

In International Class 014 for precious metals and their alloys and goods in
precious metals or coated therewith not included in other classes, namely
beverage ware and dishes of precious metal, candle snuffers and candlesticks of
precious metal, napkins rings of precious metal, vases of precious metal, jewel
cases of precious metal, statues of precious metal, rings, necklaces, bracelets,
earrings, brooches, diadems made of precious metal or coated therewith,
jewelry and imitation jewelry; gemstones; precious stones, semi-precious
stones; diamonds; watches, clocks, horological and chronometric instruments,
namely chronometers, chronographs for use as watches, watch bracelets, watch
cases, pocket watches, wristwatches, watch movements; replacement parts for
all the aforesaid goods.

3. Applicant acquired no rights in Applicant’s mark in the United States prior to May 2,
2003, when Applicant filed its Intent to Use application for Applicant’s DB LOGO mark in the

United States Patent and Trademark Office with a Section 44(d) claimed priority date from a
United Kingdom application filed November 5, 2002.

4, Prior to the filing date for Applicant’s Mark, and any priority date or date of use which
Applicant can rely on, Opposer has for many years used “deB” marks for the following goods

(hereinafter “Opposer’s Goods™):

In International Class 014 Jewelry, diamonds, watches and timepieces, and fine
art.

In International Class 035 Retail jewelry store services via physical store,
catalogue sales and web-based sales.



5. Opposer has used a particular stylized version of the “deB” mark, which is a “deB”
logo, since at least as early as June 30, 2001. This stylized version of the mark is the subject
of a pending trademark application filed July 1, 2004, USPTO Serial No. 78/444,907.

6. Opposer has spent substantial amounts of time, money and effort in developing and
marketing Opposer’s Goods under Opposer’s “deB” mark in the United States and sales of
Opposer’s Goods under Opposer’s “deB” mark have amounted to many millions of dollars.

As a result, members of the general public have come to identify Opposer’s “deB” mark with
Opposer’s Goods and to recognize Opposer’s Goods to be of the highest quality and originating

from Opposer.

7. Because of Opposer’s marketing efforts and sales, Opposer has established a prominent
presence in the retail jewelry marketplace as a leading provider of high quality jewelry and
timepieces. Through the distinctiveness of Opposer’s “deB” mark and through widespread and
favorable public recognition and acceptance in the retail jewelry market and, in particular, in
the area of high quality jewelry, Opposer’s “deB” mark has become uniquely associated with

Opposer and is famous, distinctive and well-known.

8. Applicant’s DB LOGO mark is very similar in appearance and commercial impression
to Opposer’s “deB” mark, with both marks having the phonetically identical DB or “deB” as
the dominant term. Importantly, Applicant’s DB LOGO mark and Opposer’s “deB” mark are
for identical goods in International Class 014, namely, jewelry and timepieces. Applicant has,
thus, expressed an intent to use Applicant’s DB LOGO mark on goods that are identical to
Opposer’s Goods and/or goods that are within Opposer’s natural area of expansion. Any use
of its mark by the Applicant which would emphasize the DB part of its mark and/or de-
emphasize the LOGO part of its mark would result in near identical marks and cause clear and

obvious confusion in the marketplace.

9. On information and belief, it is expected that Applicant’s Goods will be marketed to the
same potential purchasers in the same relevant markets as the goods now marketed by Opposer

and/or the goods within Opposer’s natural area of expansion. Moreover, it is expected that



Applicant will use similar media to advertise Applicant’s Goods under Applicant’s DB LOGO
mark as used by Opposer to advertise Opposer’s Goods under Opposer’s “deB” mark.
Additionally, it is expected that the goods marketed under Applicant’s DB LOGO mark will be
distributed through the same channels of distribution and will be purchased and used by many

of the same individuals and entities as those of the Opposer’s Goods.

10.  As aresult of the substantial similarities between the marks’ respective appearances,
underlying goods, relevant markets, advertising, channels of distribution, purchasers, and
users, Opposer believes that there is a very strong likelihood of confusion if Applicant is
permitted to register Applicant’s DB LOGO mark for use in conjunction with Applicant’s
Goods.

11.  Opposer’s marketing efforts have caused Opposer and Opposer’s “deB” mark to be
well-known and well-regarded in the community of consumers who are likely to consider
purchasing Applicant’s Goods. Therefore, it its likely that some members of the relevant
consumer market would be confused by the marketing of Applicant’s Goods under Applicant’s
DB LOGO mark and would believe that Applicant’s Goods were associated with, endorsed by,
related to, or actually the goods of Opposer. Any fault or defect in Applicant’s Goods would
reflect upon and seriously injure Opposer’s reputation. Furthermore, individuals or entities
who are familiar with Opposer’s “deB” mark would confuse the same with Applicant’s DB
LOGO mark and might purchase Applicant’s Goods in the mistaken belief that they are
purchasing the goods of Opposer.

12.  If Applicant is granted the registration herein opposed, Applicant would be placed in a
position to deceive or mislead the public, as the registration would give Applicant certain
rights to Applicant’s DB LOGO mark and all confusingly similar marks, thereby causing

damage and injury to Opposer.

13.  As a result of the substantial similarities between the marks’ respective appearances,
underlying goods, relevant markets, advertising, channels of distribution, purchasers, and

users, registration of Applicant’s DB LOGO mark would cause damage and injury to Opposer.




14.  Because Applicant’s DB LOGO mark consists of a mark which closely resembles a
senior mark of Opposer, Applicant’s DB LOGO mark is likely, when used in connection with
the goods of Applicant, to cause confusion, to cause mistake, or to deceive, and registration of
Applicant’s DB LOGO mark is therefore barred under 15 U.S.C. § 1052(d).

15.  Further, Opposers’ “deB” mark is a distinctive and famous mark within the meaning of
same set forth in 15 U.S.C. § 1125(c). The use of Applicant’s DB LOGO mark by Applicant
as stated in its intent to use application is for a commercial use in interstate commerce
beginning after Opposer’s “deB” mark has become famous, and, given the similarities of the
marks, such use by Applicant would cause dilution of the distinctive quality of Opposer’s
“deB” mark by lessening the capacity of Opposer’s “deB” mark to identify and distinguish

goods or services.

16.  Given that Applicant’s use of Applicant’s DB LOGO mark by Applicant as stated in its
intent to use application is for a commercial use in interstate commerce and that such use
would dilute the distinctive quality of Opposer’s famous “deB” mark, registration of

Applicant’s DB LOGO mark would cause damage and injury to Opposer.

17.  Because Applicant’s DB LOGO mark consists of a mark which would cause dilution of
the distinctive quality of Opposer’s “deB” mark, registration of Applicant’s DB LOGO mark is
therefore also barred as a matter of equity under 15 U.S.C. § 1125(c) and should be refused
under 15 U.S.C. § and 1063(a).

18.  Accordingly, Opposer prays that said Application Serial Number 78/245,219 is rejected
and the registration of the mark therein shown for the goods therein specified be refused and

denied.

This Notice of Opposition is herewith submitted in triplicate, together with the filing

fee in the amount of $300. If the fees enclosed are not sufficient, or if any additional fees are



required, the Patent and Trademark Office is hereby authorized to charge our USPTO Deposit
Account Number 502843 in the name of Nelson Mullins Riley & Scarborough LLP.

Respectfully submitted this

~Doc 45663.02 - 9/27/2004 2:48 PM ~

day of September, 2004.

_*W,zﬁ,uw@f

David A. Harlow
N.C. Bar No. 1887
NELSON MULLINS RILEY

& SCARBOROUGH LLP
Attorney for Opposer
4140 Parklake Avenue
Suite 200
Raleigh, North Carolina 27612
Telephone: (919) 877.3830
Facsimile: (919) 8§77-3799

Pieter J. Tredoux, Esq.
1717 Main Street

Suite 3400

Dallas, TX 75201
Attorney for Opposer
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of )

)

Application Serial Number '78/245,779 )

)

Mark: DB MONOGRAM - )

)

Published:  Jume 1, 2004 )

)

De Boulle Diamond & Jewelry, Inc., )

Opposer, )

v. )

De Beers LV Ltd )

Applicant )
NOTICE OF OPPOSITION

De Boulle Diamond & Jewelry, Inc., a corporation organized and existing under the
laws of the state of Texas and having its principal place of business at 6821 Preston Road,
Dallas, TX 75205, (hereinafter “De Boulle” or “Opposer”), believes that it will be damaged
by registration of the mark shown in application Serial Number 78/245,779 in International
Class 014, and hereby opposes the same.

The opposition is based on 15 U.S.C. § 1063(a), and the grounds for this opposition

are as follows:

CERTIFICATE OF MAILING BY “EXPRESS MAIL®
“Express Mail*® malllng label nmraber
EV40976788108

1 hereby cenify dhat this correspondence i$ addeessed 1 the
Assisiane Commisaloner for Trademarks, 2000 Crystal
Drive, Arlingron, Virginia 22202-3513, BOX TTAR - FEE,
and i3 being depostied with the Unitcd States Postal Service
“Express Mail Post Office to Addressee™ sepvice under 3
CFR 1.10 0n te noted below.

Kathlyn Hi

S unl e

[ (5§ of ptrson mailing paper ot feg)
Septemibgr 27, 2004
(Dale of signaturc)
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1. An extension of time, to and including September 29, 2004, was requested by and duly
granted to Opposer pursuant to 37 C.F.R. §2.102.

2. De Beers LV 1.td., a corporation organized under the laws of the United Kingdom
(hereinafter “De Beers” or “Applicant”) seeks to register its mark DB MONOGRAM as a
trademark for the following goods in International Class 014 (hereinafter “Applicant’s
Goods™), as evidenced by publication of said Mark in the Official Gazette on page TM 436 of
the June 1, 2004 issue:

In International Class 014 for precious metals and their alloys and goods in
precious metals or coated therewith not included in other classes, namely,
jewelry and imitation jewelry; precious stones; semi-precious stones; diamonds;
watches; clocks; chronometers and chronoscopes; replacement parts for all the
aforesaid goods.
3. Applicant acquired no rights in Applicant’s mark in the United States prior to May 5,
2003, when Applicant filed its Intent to Use application for Applicant’s DB MONOGRAM
mark in the United States Patent and Trademark Office with a Section 44(d) claimed priority

date from a United Kingdom application filed November 15, 2002.

4. Prior to the filing date for Applicant’s mark, and any priority date or date of use which
Applicant can rely on, Opposer has for many years used “deB” marks for the following goods
(hereinafter “Opposer’s Goods™):

In International Class 014 Jewelry, diamonds, watches and timepieces, and fine
art.

In International Class 035 Retail jewelry store services via physical store,
catalogue sales and web-based sales.

5. Opposer has used a particular stylized version of the “deB™ mark, which is a “deR”
logo, since at least as early as June 30, 2001. This stylized version of the mark is the subject
of a pending trademark application filed July 1, 2004, USPTO Serial No. 78/444,907.
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6. Opposer has spent substantial amounts of time, money and effort in developing and
marketing Opposer’s Goods under Opposer’s “deB” mark in the United States and sales of
Opposer’s Goods under Opposer’s “deB” mark have amounted to many millions of dollars.

As a result, members of the general public have come to identify Opposer’s “deB” mark with
Opposer’s Goods and to recognize Opposer’s Goods to be of the highest quality and originating

from Opposer.

7. Because of Opposer’s marketing efforts and sales, Opposer has established a prominent
presence in the retail jewelry marketplace as a leading provider of high quality jewelry and
timepieces. Through the distinctiveness of Opposer’s “deB” mark and through widespread and
favorable public recognition and acceptance in the retail jewelry market and, in particular, in
the area of high quality jewelry, Opposer’s “deB” mark has become uniquely associated with
Opposer and is famous, distinctive and well-known.

8. Applicant’s DB MONOGRAM mark is very similar in appearance and commercial
impression to Opposer’s “deB” mark, with both marks having the phonetically identical DB or
“deB” as the dominant term. Importantly, Applicant’s DB MONOGRAM mark and Opposer’s
“deB” mark are for identical goods in International Class 014, namely, jewelry and timepieces.
Applicant has, thus, expressed an intent to use Applicant’s DB MONOGRAM mark on goods
that are identical to Opposer’s Goods and/or goods that are within Opposer’s natural area of
expansion. Any use of its mark by the Applicant which would emphasize the DB part of its
mark and/or de-cmphasize the MONOGRAM part of its mark would result in near identical
marks and cause clear and obvions confusion in the marketplace.

9. On information and belief, it is expected that Applicant’s Goods will be marketed to the
same potential purchasers in the same relevant markets as the goods now marketed by Opposer
and/or the goods within Opposer’s natural area of expansion. Moreover, it is expected that
Applicant will use similar media to advertise Applicant’s Goods under Applicant’s DB
- MONOGRAM mark as used b}; Opposer to advertise Opposer’s Goods under Opposer’s “deB”
mark, Additionally, it is expected that the goods rharketed under Applicant’s DB
MONOGRAM mark will be distributed through the same chaunels of distribution and will be
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purchased and used by many of the same individuals and entities as those of the Opposer’s
Goods.

10.  As aresult of the substantial similarities between the marks’ respective appearances,
underlying goods, relevant markets, advertising, channels of distribution, purchasers, and
users, Opposer believes that there is 2 very sirong likelihood of confusion if Applicant is
permitted to register Applicant’s DB MONOGRAM mark for use in conjunction with
Applicant’s Goods.

11.  Opposer’s marketing efforts have caused Opposer and Opposer's “deB” mark to be
well-known and well-regarded in the community of consumers who are likely to consider
purchasing Applicant’s Goods. Therefore, it its likely that some members of the relevant
consumer market would be confused by the marketing of Applicant’s Goods nnder Applicant’s
DB MONOGRAM mark and would believe that Applicant’s Goods were associated with,
endorsed by, related to, or actually the goods of Opposer. Any fault or defect in Applicant’s
Goods would reflect upon and seriously injure Opposer’s reputation. Furthermore, individuals
or entities who are familiar with Opposer’s “deB” mark would confuse the same with
Applicant’s DB MONOGRAM mark and might purchase Applicant’s Goods in the mistaken
belief that they are purchasing the goods of Opposer.

12.  If Applicant is granted the registration herein opposed, Applicant would be placed in a
position to deceive or mislead the public, as the registration would give Applicant certain
rights to Applicant’s DB MONOGRAM mark and all confusingly similar marks, thereby

causing damage and injury to Opposer.

13. As a result of the substantial similarities between the marks” respective appearances,
underlying goods, relevant markets, advertising, chanmels of distribution, purchasers, and
users, registration of Applicant’s DB MONOGRAM mark wonld cause damage and injury to
Opposer.
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14. Because Applicant’s DB MONOGRAM mark consists of a mark which closely
resembles a sepior mark of Opposer, Applicant’s DB MONOGRAM wark is likely, when used
in connection with the goods of Applicant, to cause confusion, to cause mistake, or to deceive,
and registration of Applicant’s DB MONOGRAM mark js therefore barred under 15 U.S8.C, §
1052(d).

15.  Further, Opposers” “deB” mark is a distinctive and famous mark within the meaning of
same set forth in 15 U.S.C. § 1125(c). The use of Applicant’s DB MONOGRAM mark by
Applicant as stated in its intent to use application is for a commercial use in interstate
commerce beginning after Opposer’s “deB” mark has become famous, and, given the
similarities of the marks, such vse by Applicant would cause dilution of the distinctive quality
of Opposer’s “deB” mark by lessening the capacity of Opposer’s “deB” mark to identify and
distinguish goods or services.

16.  Given that Applicant’s use of Applicant’s DB MONOGRAM mark by Applicant as
stated in its intent to use application is for a commercial use in interstate commerce and that
such use would dilute the distinctive quality of Opposer’s famous “deB” mark, registration of
Applicant’s DB MONOGRAM mark would cause damage and injury to Opposer.

17.  Because Applicant’s DB MONOGRAM mark consists of a mark which would cause
dilution of the distinctive quality of Opposer’s “deB” mark, registration of Applicant’s DB
MONOGRAM mark is therefore also barred as a matter of equity under 15 U.S.C. § 1125(c)
and should be refused under 15 U.S.C. § and 1063(a).

18.  Accordingly, Opposer prays that said Application Serjal Numnber 78/245,779 is rejected
and the registration of the mark therein shown for the goods therein specified be refused and

denied.

This Notice of Opposition is herewith submitted in triplicate, together with the filing
fee in the amount of $300. If the fees enclosed are not sufficient, or if any additional fees are
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required, the Patent and Trademark Office is hereby authorized to charge our USPTO Deposit
Account Number 502843 in the name of Nelson Mullins Riley & Scarborough LLP.

Respectfully submitted this 27th day of September, 2004.

Vhat AL ]

Dafid A. Harlow
N.C. Bar No, 1887
NELSON MULLINS RILEY

& SCARBOROUGH LLP
Attorney for Opposer
4140 Parklake Avenpe
Suite 200
Raleigh, North Carolina 27612
Telephone: (919) 877.3830
Facsimile: (919) 877-3799

Pieter J. Tredoux, Esq.
717 Maiu Street

Suite 3400

Dallas, TX 75201

Attorney for Opposer
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IN THE UNITED STATES PATENT AND TRADEMARK OFFIUE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of )

)

Application Serial Number 78/245,210 )

)

Mark: DB SIGNATURE )

)

Published: March 8, 2005 )

)

De Boulle Diamond & Jewelry, Inc., )

Opposer, )

V. )

De Beers LV Ltd )

Applicant )
NOTICE OF OPPOSITION

De Boulle Diamond & Jewelry, Inc., a corporation organized and existing under the
laws of the state of Texas and having its principal place of business at 6821 Preston Road,
Dallas, TX 75205, (hereinafter “De Boulle” or “Opposer”), believes that it will be damaged
by registration of the mark shown in application Serial Number 78/245,210 in International

Class 014, and hereby opposes the same.

The opposition is based on 15 U.S.C. § 1063(a), and the grounds for this opposition

are as follows:
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L. De Beers LV Litd., a corporation organized under the laws of the United Kingdom
(hereinafter “De Beers™ or “Applicant”) seeks to register its mark DB SIGNATURE as a
trademark for the following goods in International Class 014 (hereinafter “Applicant’s
(Goods™), as evidenced by publication of said Mark in the Official Gazette on page TM 232 of
the March &, 2005 issue:

In International Class 014 for precious metals and their alloys, namely, jewelry,
imitation jewelry, gemstones; precious stones; semi-precious stones, diamonds,
horological and chronometric instruments, namely, watches and clocks and parts
thereof for all the aforementioned goods.
2. Applicant acquired no rights in Applicant’s mark in the United States prior to May 2,
2003, when Applicant filed its Intent to Use application for Applicant’s DB SIGNATURE
mark in the United States Patent and Trademark Office with a Section 44(d) claimed priority

date from a United Kingdom application filed November 5, 2002.

3. Prior to the filing date for Applicant’s Mark, and any priority date or date of use which
Applicant can rely on, Opposer has for many years used “DB” and “deB” marks for the

following goods (hereinafter “Opposer’s Goods”):

In International Class 014 Jewelry, diamonds, watches and timepieces, and fine
art.

In International Class 035 Retail jewelry store services via physical store,
catalogue sales and web-based sales.

4. Opposer has used a particular stylized version of the “deB” mark, which is a “deB”
logo, since at least as early as June 30, 2001. This stylized version of the mark is the subject

of a pending trademark application filed July 1, 2004, USPTO Serial No. 78/444,907.

5. Opposer has spent substantial amounts of time, money and effort in developing and
marketing Opposer’s Goods under Opposer’s “DB” and “deB” marks in the United States and
sales of Opposer’s Goods under Opposer’s “DB” and “deB” marks have amounted to many

millions of dollars. As a result, members of the general public have come to identify




Opposer’s “DB” and “deB” marks with Opposer’s Goods and to recognize Opposer’s Goods

to be of the highest quality and originating from Opposer.

6. Because of Opposer’s marketing efforts and sales, Opposer has established a prominent
presence in the retail jewelry marketplace as a leading provider of high quality jewelry and
timepieces. Through the distinctiveness of Opposer’s “DB” and “deB” marks and through
widespread and favorable public recognition and acceptance in the retail jewelry market and, in
particular, in the area of high quality jewelry, Opposer’s “DB” and “deB” marks have become

uniquely associated with Opposer and is famous, distinctive and well-known.

7. Applicant’s DB SIGNATURE mark is very similar in appearance and commercial
impression to Opposer’s “DB” and “deB™ marks, with both marks having the identical DB or
“deB” as the dominant term. Importantly, Applicant’s DB SIGNATURE mark and Opposer’s
“DB” and “deB” marks are for identical goods in International Class 014, namely, jewelry and
timepieces. Applicant has, thus, expressed an intent to use Applicant’s DB SIGNATURE
mark on goods that are identical to Opposer’s Goods and/or goods that are within Opposer’s
natural area of expansion. Particularly, any use of its mark by the Applicant which would
emphasize the DB part of its mark and/or de-emphasize the SIGNATURE part of its mark

would result in near identical marks and cause clear and obvious confusion in the marketplace.

8. On information and belief, it is expected that Applicant’s Goods will be marketed to the
same potential purchasers in the same relevant markets as the goods now marketed by Opposer
and/or the goods within Opposer’s natural area of expansion. Moreover, it is expected that
Applicant will use similar media to advertise Applicant’s Goods under Applicant’s DB
SIGNATURE mark as used by Opposer to advertise Opposer’s Goods under Opposer’s “DB”
and “deB” marks. Additionally, it is expected that the goods marketed under Applicant’s DB
SIGNATURE mark will be distributed through the same channels of distribution and will be
purchased and used by many of the same individuals and entities as those of the Opposer’s

Goods.




9. As a result of the substantial similarities between the marks’ respective appearances,
underlying goods, relevant markets, advertising, channels of distribution, purchasers, and
users, Opposer believes that there is a very strong likelihood of confusion if Applicant is
permitted to register Applicant’s DB SIGNATURE mark for use in conjunction with
Applicant’s Goods.

10.  Opposer’s marketing efforts have caused Opposer and Opposer’s “DB” and “deB”
marks to be well-known and well-regarded in the community of consumers who are likely to
consider purchasing Applicant’s Goods. Therefore, it its likely that some members of the
relevant consumer market would be confused by the marketing of Applicant’s Goods under
Applicant’s DB SIGNATURE mark and would believe that Applicant’s Goods were associated
with, endorsed by, related to, or actually the goods of Opposer. Any fault or defect in
Applicant’s Goods would reflect upon and seriously injure Opposer’s reputation.
Furthermore, individuals or entities who are familiar with Opposer’s “DB” and “deB” marks
would confuse the same with Applicant’s DB SIGNATURE mark and might purchase

Applicant’s Goods in the mistaken belief that they are purchasing the goods of Opposer.

11.  If Applicant is granted the registration herein opposed, Applicant would be placed in a
position to deceive or mislead the public, as the registration would give Applicant certain
rights to Applicant’s DB SIGNATURE mark and all confusingly similar marks, thereby

causing damage and injury to Opposer.

12.  As aresult of the substantial similarities between the marks’ respective appearances,
underlying goods, relevant markets, advertising, channels of distribution, purchasers, and
users, registration of Applicant’s DB SIGNATURE mark would cause damage and injury to
Opposer.

13.  Because Applicant’s DB SIGNATURE mark consists of a mark which closely
resembles senior marks of Opposer, Applicant’s DB SIGNATURE mark is likely, when used

in connection with the goods of Applicant, to cause confusion, to cause mistake, or to deceive,




and registration of Applicant’s DB SIGNATURE mark is therefore barred under 15 U.S.C. §
1052(d).

14.  Further, Opposers’ “DB” and “deB” marks are distinctive and famous marks within the
meaning of same set forth in 15 U.S.C. § 1125(c). The use of Applicant’s DB SIGNATURE
mark by Applicant as stated in its intent to use application is for a commercial use in interstate
commerce beginning after Opposer’s “DB” and “deB” marks have become famous, and, given
the similarities of the marks, such use by Applicant would cause dilution of the distinctive
quality of Opposer’s “DB” and “deB” marks by lessening the capacity of Opposer’s “DB” and

“deB” marks to identify and distinguish goods or services.

15.  Given that Applicant’s use of Applicant’s DB SIGNATURE mark by Applicant as
stated in its intent to use application is for a commercial use in interstate commerce and that
such use would dilute the distinctive quality of Opposer’s famous “DB” and “deB” marks,

registration of Applicant’s DB SIGNATURE mark would cause damage and injury to Opposer.

16. Because Applicant’s DB SIGNATURE mark consists of a mark which would cause
dilution of the distinctive quality of Opposer’s “DB” and “deB” marks, registration of
Applicant’s DB SIGNATURE mark is therefore also barred as a matter of equity under 15
U.S.C. § 1125(¢) and should be refused under 15 U.S.C. § and 1063(a).

17.  Accordingly, Opposer prays that said Application Serial Number 78/245,210 be
rejected and that registration of the mark therein shown for the goods therein specified be

refused and denied.

This Notice of Opposition is herewith submitted in triplicate, together with the filing
fee in the amount of $300. If the fees enclosed are not sufficient, or if any additional fees are
required, the Patent and Trademark Office is hereby authorized to charge our USPTO Deposit
Account Number 502843 in the name of Nelson Mullins Riley & Scarborough LLP.

Respectfully submitted this [ ﬂ %y of March, 2005.




Tt ASL

Datid A. Harlow
N.C. Bar No. 1887
NELSON MULLINS RILEY

& SCARBOROUGH LLP
Attorney for Opposer
4140 Parklake Avenue
Suite 200
Raleigh, North Carolina 27612
Telephone: (919) 877.3830
Facsimile: (919) 877-3799

Pieter J. Tredoux, Esq.
1717 Main Street

Suite 3400

Dallas, TX 75201
Attorney for Opposer
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of )
)
Application Serial Number 79/000,478 )
‘ )
Mark: So DB )
)
Published: May 3, 2005 3
)
De Boulle Diamond & Jewelry, Inc., )
Opposer, )
V. )
De Beers LV Lid )
Applicant )

NOTICE OF OPPOSITION

De Boulle Diamond & Jewelry, Inc., a corporation organized and existing under the
laws of the state of Texas and having its principal place of business at 6821 Preston Road,
Dallas, TX 75205, (hereinafter “De Boulle” or “Opposer”), believes that it will he damaged
by registration of the mark shown in application Serial Number 79/000,478 in International

Class 014, and hereby opposes the same.

The opposition is based on 15 U.S.C. § 1063(a), and the grounds for this opposition are

as follows:
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1. De Beers LV Ltd., a limited liability company organized under the laws of the United
Kingdom (hereinafter “De Beers” or “Applicant™) seeks to register its mark So DB as a
trademark for the following goods in International Class 014 (hereinafter “Applicant’s
Goods™), as evidenced by publication of said Mark in the Official Gazette on page TM 386 of
the May 3, 2005 issue:

In International Class 014 for precious metals and their alloys and goods in
precious metals or coated therewith, namely, beverage glassware and dishes of
precious metal, candle snuffers and candlesticks of precious metal, napkins rings
of precious metal, vases of precious metal, jewel cases of precious metal,
statues of precious metal, rings, necklaces, bracelets, earrings, brooches,
diadems made of precious metals or coated therewith, jewelry and imitation
jewelry, gemstones; precious stones; semi-precious stones, diamonds, watches,
clocks; horological and chronometric instruments, namely, chronometers,
chronographs for use as watches, watch bracelets, watch cases, pocket watches,
wristwatches, watch movements; replacement parts for all the aforesaid goods.
2. Applicant acquired no rights in Applicant’s mark in the United States prior to
November 25, 2003, when Applicant filed its Intent to Use application for Applicant’s So DB
mark in the United States Patent and Trademark Office with a Madrid Protocol claimed

priority date of August 26, 2003,

3. Prior to the filing date for Applicant’s Mark, and any priority date or date of use which
Applicant can rely on, Opposer has for many years used “DB” and “deB” marks for the

following goods (hereinafter “Opposer’s Goods™):

In International Class 014 Jewelry, diamonds, watches and timepieces, and fine
art.

In International Class 035 Retail jewelry store services via physical store,
catalogue sales and web-based sales.

4. Opposer has used the mark DB since at least as early as December 31, 2000. This
mark is the subject of a pending trademark application filed April 7, 2005, USPTO Serial No.
78/604,056.



5. Opposer has used a particular stylized version of the “deB” mark, which is a *deB”
logo, since at least as early as June 30, 2001. This stylized version of the mark is the subject

of a pending trademark application filed July 1, 2004, USPTO Serial No. 78/444,907.

6. Opposer has spent substantial amounts of time, money and effort in developing and
marketing Opposer’s Geods under Opposer’s “DB” and “deB” marks in the United States and
sales of Opposer’s Goods under Opposer’s “DB” and “deB” marks have amounted to marny
millions of dollars. As a result, members of the general public have come to identify
Opposer’s “DB” and “deB” marks with Opposer’s Goods and to recognize Opposer’s Goods to

be of the highest quality and originating from Opposer.

7. Because of Opposer’s marketing efforts and sales, Opposer has established a prominent
presence in the retail jewelry marketplace as a leading provider of high quality jewelry and
timepieces. Through the distinctiveness of Opposer’s “DB” and “deB” marks and through
widespread and favorable public recognition and acceptance in the retail jewelry market and, in
particular, in the area of high quality jewelry, Opposer’s “DB” and “deB” marks have become

uniquely associated with Opposer and is famous, distinctive and well-known.

8. Applicant’s So DB mark is very similar in appearance and commercial impression to
Opposer’s “DB” and “deB” marks, with the marks having the identical DB or “deB” as the
dominant term. . [mportantly, Applicant’s So DB mark and Opposer’s “DB” and “deB” marks
are for identical goods in International Class 014, namely, jewelry and timepieces. Applicant
has, thus, expressed an intent to use Applicant’s So DB mark on goods that are identical to
Opposer’s Goods and/or goods that are within Opposer’s natural area of expansion.
Particularly, any use of its mark by the Applicant which would emphasize the DB part of its
mark and/or de-emphasize the SO part of its mark would result in near identical marks and

cause clear and obvious confusion in the marketplace.

G, On information and belief, it is expected that Applicant’s Goods will be marketed 10 the
same potential purchasers in the same relevant markets as the goods now marketed by Opposer

and/or the goods within Opposer’s natural area of expansion. Moreover, it is expected that -



Applicant will use similar media to advertise Applicant’s Goods under Applicant’s So DB mark
as used by Opposer to advertise Opposer’s Goods under Opposer’s “DB” and “deB” marks.
Additionally, it is expected that the goods marketed under Applicant’s So DB mark will be
distributed through the same channels of distribution and will be purchased and used by many

of the same individuals and entities as those of the Opposer’s Goods.

10. As a result of the substantial similarities between the marks’ respective appearances,
underlying goods, relevant markets, advertising, channels of distribution, purchasers, and
users, Opposer believes that there is a very strong likelihood of confusion if Applicant is

permitted to register Applicant’s So DB mark for use in conjunction with Applicant’s Goods,

11. Opposer’s marketing efforts have caused Opposer and Opposer’s “DB” and “deB”
marks to be well-known and well-regarded in the community of consumers who are likely to
consider purchasing Applicant’s Goods. Therefore, it its likely that some members of the
relevant consumer market would be confused by the marketing of Applicant’s Goods under
Applicant’s So DB mark and would believe that Applicant’s Goods were associated with,
endorsed by, related to, or actually the goods of Opposer. Any fault or defect in Applicant’s
Goods would reflect upon and seriously injure Opposer’s reputation. Furthermore, individuals
or entities who are familiar with Opposer’s “DB” and “deB” marks would confuse the same
with Applicant’s So DB mark and might purchase Applicant’s Goods in the mistaken belief that

they are purchasing the goods of Opposer.

12. If Applicant is granted the registration herein opposed, Applicant would be placed in a
position to deceive or mislead the public, as the registration would give Applicant certain rights
to Applicant’s So DB mark and all confusingly similar marks, thereby causing damage and

injury to Opposer.

13. As aresult of the substantial similarities between the marks’ respective appearances,
underlying goods, relevant markets, advertising, channels of distribution, purchasers, and

users, registration of Applicant’s So DB mark would cause damage and injury to Opposer.



14. Because Applicant’s So DB mark consists of a mark which closcly resembles senior
marks of Opposer, Applicant’s So DB mark is likely, when used in connection with the goods
of Applicant, to cause confusion, to cause mistake, or to deceive, and registration of

Applicant’s So DB mark is therefore barred under 15 U.S.C. § 1052(d).

15. Further, Opposers’ “DB” and “deB” marks are distinctive and famous marks within the
meaning of same set forth in 15 U.S.C. § 1125(c). The use of Applicant’s So DB mark by
Applicant as stated in its intenf to use application is for a commercial use in interstate
commerce beginning after Opposer’s “DB” and “deB” marks have become famous, and, given
the similarities of the marks, such use by Applicant would cause dilution of the distinctive
quality of Opposer’s “DB” and “deB” marks by lessening the capacity of Opposer’s “DB” and

“deB” marks to identify and distinguish goods or services.

16.  Given that Applicant’s use of Applicant’s So DB mark by Applicant as stated in its
intent to use application is for a commercial use in interstate commerce and that such use
would dilute the distinctive quality of Opposer’s famous “DB” and “deB” marks, registration

of Applicant’s So DB mark would cause damage and injury to Opposer.

17. Because Applicant’s So DB mark consists of a mark which would cause dilution of the
distinctive quality of Opposer’s “DB” and “deB” marks, registration of Applicant’s So DB
mark is therefore also barred as a matter of equity under 15 U.S.C. § 1125(c) and should be

refused under 15 U.S.C. § and 1063(a).

18.  Accordingly, Opposer prays that said Application Serial Number 79/000,478 be
rejected and that registration of the mark therein shown for the goods therein specified be

refused and denied.

This Notice of Opposition is herewith submitted in triplicate, together with the filing
fee in the amount of $300. If the fees enclosed are not sufficient, or if any additional fees are
required, the Patent and Trademark Office is hereby authorized to charge our USPTO Deposit

Account Number 502843 in the name of Nelson Mullins Riley & Scarborough LLP.



Respectfully submitted this _f zﬂ’ day of May, 2005.

N YN/

A Harlow'
N C Bar No. 1887
NELSON MULLINS RILEY

& SCARBOROUGH LLP
Attorney for Opposer
4140 Parklake Avenue
Suite 200
Raleigh, North Carolina 27612
Telephone: (919) 877.3830
Facsimile: (919) 877-3799

Pieter J. Tredoux, Esq.
1717 Main Street

Suite 3400

Dallas, TX 75201
Attorney for Opposer



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

Application Serial Number 78/245,795

Mark: DB STAR
Published: May 3, 2005

De Boulle Diamond & Jewelry, Inc.,
Opposer,
V.
De Beers LV Ltd
Applicant

NOTICE OF OPPOSITION

De Boulle Diamond & Jewelry, Inc., a corporation organized and existing under the

laws of the state of Texas and having its principal place of business at 6821 Preston Road,

Dallas, TX 75205, (hereinafter “De Boulle” or “Opposer”), believes that it will be damaged

by registration of the mark shown in application Serial Number 78/245,795 in International

Class 014, and hereby opposes the same.

The opposition is based on 15 U.S.C. § 1063(a), and the grounds for this opposition are

as follows:

05/19/2005 KGIEROMS 00000146 78245795

300.00 0P

CERTIFICATE OF MAILING BY “EXPRESS MAIL”
“Express Mail” mailing label number EV409767688US

I hereby certify that this correspondence is addressed to the
Commissioner For Trademarks, P.O. Box 1451,
Alexandria, Virginia 22313, BOX TTAB - FEE, and is
being deposited with the United States Postal Service

“Express Mail Post Qffice to Addressee” service under 3
CFR 1.10 on thedate noted below.
Kathlyn T P

a f or fj %‘___
a _‘E&é_
(Sig ¢ of person phailing paper or fee)
May 17, 2005

({Date of signature)




1. De Beers LV Lid., a limited liability company organized under the laws of the United
Kingdom (hereinafter “De Beers” or “Applicant”) seeks to register its mark DB STAR as a
trademark for the following goods in International Class 014 (hereinafter “Applicant’s
Goods™), as evidenced by publication of said Mark in the Official Gazette on page TM 379 of
the May 3, 2005 issue:

In International Class 014 for precious metals and their alloys and goods in
precious metals or coated therewith, namely, beverage glassware and dishes of
precious metal, candle snuffers and candlesticks of precious metal, napkins rings
of precious metal, vases of precious metal, jewel cases of precious metal, '
statues of precious metal, rings, necklaces, bracelets, earrings, brooches,
diadems made of precious metals or coated therewith, jewelry and imitation
jewelry, gemstones; precious stones, semi-precious stones, diamonds, watches,
clocks; horological and chronometric instruments, namely, chronometers,
chronographs for use as watches, watch bracelets, watch cases, pocket watches,
wristwatches, watch movements; replacement parts for all the aforesaid goods.
2. Applicant acquired no rights in Applicant’s mark in the United States prior to May 5,
2003, when Applicant filed its Intent to Use application for Applicant’s DB STAR mark in the
United States Patent and Trademark Office with a Section 44(d) claimed priority date from a

United Kingdom application filed November 15, 2002.

3. Prior to the filing date for Applicant’s Mark, and any priority date or date of use which
Applicant can rely on, Opposer has for many years used “DB” and “deB” marks for the

following goods (hereinafter “Opposer’s Goods”):

In International Class 014 Jewelry, diamonds, watches and timepieces, and fine
art.

In International Class 035 Retail jewelry store services via physical store,
catalogue sales and web-based sales.

4. Opposer has used the mark DB since at least as early as December 31, 2000. This
mark is the subject of a pending trademark application filed April 7, 2005, USPTO Serial No.
78/604,056.




"5 Opposer has used a particular stylized version of the “deB” mark, which is a “deB”
logo, since at least as early as June 30, 2001. This stylized version of the mark is the subject
of a pending trademark application filed July 1, 2004, USPTO Serial No. 78/444,907.

6. Opposer has spent substantial amounts of time, money and effort in developing and
marketing Opposer’s Goods under Opposer’s “DB” and “deB” marks in the United States and
sales of Opposer’s Goods under Opposer’s “DB” and “deB” marks have amounted to many
millions of dollars. As a result, members of the general public have come to identify
Opposer’s “DB” and “deB” marks with Opposer’s Goods and to recognize Opposer’s Goods to

be of the highest quality and originating from Opposer.

7. Because of Opposer’s marketing efforts and sales, Opposer has established a prominent
presence in the retail jewelry marketplace as a leading provider of high quality jewelry and
timepieces. Through the distinctiveness of Opposer’s “DB” and “deB” marks and through
widespread and favorable public recognition and acceptance in the retail jewelry market and, in
particular, in the area of high quality jewelry, Opposer’s “DB” and “deB” marks have become

uniquely associated with Opposer and is famous, distinctive and well-known.

8. Applicant’s DB STAR mark is very similar in appearance and commercial impression
to Opposer’s “DB” and “deB” marks, with the marks having the identical DB or “deB” as the
dominant term. Importantly, Applicant’s DB STAR mark and Opposer’s “DB” and “deB”
marks are for identical goods in International Class 014, namely, Jjewelry and timepieces.
Applicant has, thus, expressed an intent to use Applicant’s DB STAR mark on goods that are
identical to Opposer’s Goods and/or goods that are within Opposer’s natural area of expansion.
Particularly, any use of its mark by the Applicant which would emphasize the DB part of its
mark and/or de-emphasize the STAR part of its mark would result in near identical marks and

cause clear and obvious confusion in the marketplace.

9. On information and belief, it is expected that Applicant’s Goods will be marketed to the
same potential purchasers in the same relevant markets as the goods now marketed by Opposer

and/or the goods within Opposer’s natural area of expansion. Moreover, it is expected that




" Applicant will use similar media to advertise Applicant’s Goods under Applicant’s DB STAR
mark as used by Opposer to advertise Opposer’s Goods under Opposer’s “DB” and “deB”
marks. Additionally, it is expected that the goods marketed under Applicant’s DB STAR mark
will be distributed through the same channels of distribution and will be purchased and used by

many of the same individuals and entities as those of the Opposer’s Goods.

10.  As aresult of the substantial similarities between the marks’ respective appearances,
underlying goods, relevant markets, advertising, channels of distribution, purchasers, and
users, Opposer believes that there is a very strong likelihood of confusion if Applicant is
permitted to register Applicant’s DB STAR mark for use in conjunction with Applicant’s
Goods.

11. Opposer’s marketing efforts have caused Opposer and Opposer’s “DB” and “deB”
marks to be well-known and well-regarded in the community of consumers who are likely to
consider purchasing Applicant’s Goods. Therefore, it its likely that some members of the
relevant consumer market would be confused by the marketing of Applicant’s Goods under
Applicant’s DB STAR mark and would believe that Applicant’s Goods were associated with,
endorsed by, related to, or actually the goods of Opposer. Any fault or defect in Applicant’s
Goods would reflect upon and seriously injure Opposer’s reputation. Furthermore, individuals
or entities who are familiar with Opposer’s “DB” and “deB” marks would confuse the same
with Applicant’s DB STAR mark and might purchase Applicant’s Goods in the mistaken belief
that they are purchasing the goods of Opposer.

12. If Applicant is granted the registration herein opposed, Applicant would be placed in a
position to deceive or mislead the public, as the registration would give Applicant certain rights
to Applicant’s DB STAR mark and all confusingly similar marks, thereby causing damage and

injury to Opposer.

13. As a result of the substantial similarities between the marks’ respective appearances,
underlying goods, relevant markets, advertising, channels of distribution, purchasers, and

users, registration of Applicant’s DB STAR mark would cause damage and injury to Opposer.




14.  Because Applicant’s DB STAR mark consists of a mark which closely resembles senior
marks of Opposer, Applicant’s DB STAR mark is likely, when used in connection with the
goods of Applicant, to cause confusion, to cause mistake, or to deceive, and registration of

Applicant’s DB STAR mark is therefore barred under 15 U.S.C. § 1052(d).

15.  Further, Opposers’ “DB” and “deB” marks are distinctive and famous marks within the
meaning of same set forth in 15 U.S.C. § 1125(c). The use of Applicant’s DB STAR mark by
Applicant as stated in its intent to use application is for a commercial use in interstate
commerce beginning after Opposer’s “DB” and “deB” marks have become famous, and, given
the similarities of the marks, such use by Applicant would cause dilution of the distinctive
quality of Opposer’s “DB” and “deB” marks by lessening the capacity of Opposer’s “DB” and

“deB” marks to identify and distinguish goods or services.

16.  Given that Applicant’s use of Applicant’s DB STAR mark by Applicant as stated in its
intent to use application is for a commercial use in interstate commerce and that such use
would dilute the distinctive quality of Opposer’s famous “DB” and “deB” marks, registration

of Applicant’s DB STAR mark would cause damage and injury to Opposer.

17. Because Applicant’s DB STAR mark consists of a mark which would cause dilution of
the distinctive quality of Opposer’s “DB” and “deB” marks, registration of Applicant’s DB
STAR mark is therefore also barred as a matter of equity under 15 U.S.C. § 1125(c) and
should be refused under 15 U.S.C. § and 1063(a).

18.  Accordingly, Opposer prays that said Application Serial Number 78/245,795 be
rejected and that registration of the mark therein shown for the goods therein specified be

refused and denied.

This Notice of Opposition is herewith submitted in triplicate, together with the filing

fee in the amount of $300. If the fees enclosed are not sufficient, or if any additional fees are




' required, the Patent and Trademark Office is hereby authorized to charge our USPTO Deposit
Account Number 502843 in the name of Nelson Mullins Riley & Scarborough LLP.

Respectfully submitted this [ 3 ,l"day of May, 2005.

et L

Da¢id A. Harlow
N.C. Bar No. 1887
NELSON MULLINS RILEY

& SCARBOROUGH LLP
Attorney for Opposer
4140 Parklake Avenue
Suite 200
Raleigh, North Carolina 27612
Telephone: (919) 877.3830
Facsimile: (919) 877-3799

Pieter J. Tredoux, Esq.
1717 Main Street

Suite 3400

Dallas, TX 75201
Attorney for Opposer
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